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INTRODUCTION 

 

 This action involves one undisputable fact: the National Football League 

(“NFL” or “Defendant”) uses its retired players’ identities to generate revenue.  

The NFL does not deny it.  It claims it is entitled to do as it pleases because of the 

First Amendment and because of “copyright preemption.”  The NFL is wrong.   

 Seven former players (“Retired Players” or “Plaintiffs”) have commenced 

this action to address the NFL’s use of their identities to promote the NFL and 

build the NFL brand.  The overwhelming majority of retired NFL players played 

long before the days of multimillion-dollar contracts and suffer physically, 

mentally, and financially because of their playing days, while the NFL sets 

revenue records using their identities.  This action seeks to right that fundamental 

wrong and ensure that retired NFL players are fairly compensated for the use of 

their identities. 

The NFL notes, but does not move upon, several defenses, such as the 

existence of player contracts authorizing it to use retired players’ identities.  But 

those contracts are expired, and any provision assigning the NFL identity rights 

expired with them.  The NFL included no clause to make the assignments 

permanent, as it does in its other performer contracts.  There is a reason the NFL 

has not moved for dismissal on these player contracts: the argument fails and, in 

any event, cannot be determined at the pleadings stage.   
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T h e  N F L  h a s  tr ie d  its  F ir s t A m e n d m e n t d e f e n s e  b e f o r e  a n d  f a ile d .  I t f a ils  

h e r e  to o  b e c a u s e  th e  F ir s t A m e n d m e n t d o e s  n o t p r o te c t th e  N F L ’ s  u s e  o f  r e tir e d  

p la y e r s ’  id e n titie s  in  c o m m e r c ia l s p e e c h  a n d  to  a d v e r tis e  its  p r o d u c ts .  F u r th e r , 

r e tir e d  N F L  p la y e r s  a r e  s e v e r e ly  d e te r io r a tin g  b e c a u s e  o f  th e ir  s a c r if ic e s  to  th e  

N F L  d u r in g  its  e c o n o m ic  in f a n c y .  W ith o u t th e  p la y e r s ’  p h y s ic a l a n d  f in a n c ia l 

s a c r if ic e s , th e  N F L  w o u ld  h a v e  n e v e r  b e e n  a b le  to  g r o w  in to  th e  b illio n - d o lla r  

e n te r p r is e  it is  to d a y .  T h e  in te r e s t o f  a llo w in g  r e tir e d  p la y e r s  to  p r o te c t th e  v a lu e  

o f  th e ir  id e n titie s  f a r  o u tw e ig h s  a n y  in te r e s t in  a llo w in g  th e  N F L  to  c o n tin u e  

p r o f itin g  o n  th e s e  m e n  w ith o u t p e r m is s io n .  W h ile  th e  N F L  e s p o u s e s  f r e e  s p e e c h , 

it n e v e r  a llo w s  r e tir e d  p la y e r s  to  u s e  th e ir  o w n  h is to r y  a s  N F L  p la y e r s  to  m a r k e t 

th e m s e lv e s .  T h e  N F L  th e n  tu r n s  a r o u n d  a n d  u s e s  th e s e  v e r y  s a m e  id e n titie s  to  

p r o m o te  its e lf  a n d  m a k e  m illio n s .  T h is  s ta n d a r d  N F L  p r a c tic e  r e n d e r s  its  F ir s t 

A m e n d m e n t d e f e n s e  n o t o n ly  in c o r r e c t, b u t d is h o n e s t. 

T h e  C o p y r ig h t A c t d o e s  n o t p r e e m p t th is  a c tio n .  T h e  r ig h t o f  p u b lic ity  is  

n e v e r  p r e e m p te d  w h e n  p la in tif f s  a s s e r t r ig h ts  o n ly  in  th e ir  id e n tity  a n d  n o t in  a n y  

c o p y r ig h te d  w o r k .  A  p e r s o n ’ s  id e n tity  is  n e v e r  c o p y r ig h ta b le , a n d  a s s e r tin g  

c o n tr o l o v e r  h o w  it is  p r o f ite d  u p o n  is  n o t e q u iv a le n t to  a n y  r ig h t w ith in  th e  

C o p y r ig h t A c t.  T h e  N F L ’ s  s o le  a u th o r ity , Baltimore Orioles, h a s  b e e n  

d is tin g u is h e d  a n d  a ll b u t r e v e r s e d  b y  s e v e r a l C ir c u it C o u r ts  o f  A p p e a l o n  th e s e  

g r o u n d s  –  in c lu d in g  th e  S e v e n th  C ir c u it th a t d e c id e d  it. 

T h e  N F L  e r r o n e o u s ly  a r g u e s  u n ju s t e n r ic h m e n t c la im s  a r e  d e r iv a tiv e  a n d  

b a r r e d  w h e n  b a s e d  o n  th e  s a m e  f a c ts  u n d e r ly in g  o th e r  c la im s .  B u t u n ju s t 
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 3 

e n r ic h m e n t is  n o t d e r iv a tiv e  w h e n  it is  w a r r a n te d  in d e p e n d e n tly  b y  a  d e f e n d a n t’ s  

r e p r e h e n s ib le  c o n d u c t, a p a r t f r o m  a n y  s ta tu to r y  o r  c o m m o n  la w  c a u s e  o f  a c tio n .   

T h e  N F L ’ s  m o tio n  s h o u ld  b e  d e n ie d  in  its  e n tir e ty . 

BACKGROUND 

 T h e  R e tir e d  P la y e r s , F r e d  D r y e r , J im  M a r s h a ll, J o e  S e n s e r , E lv in  B e th e a , 

D a n  P a s to r in i, E d  W h ite , a n d  T o b y  W r ig h t, b r in g  th is  a c tio n  o n  b e h a lf  o f  

th e m s e lv e s , th e ir  f o r m e r  te a m m a te s , a n d  a ll o th e r  r e tir e d  N F L  p la y e r s .   T h e y  

c h a lle n g e  th e  N F L ’ s
1
 u n a u th o r iz e d  u s e  o f  th e ir  id e n titie s  in  N F L  F ilm s , a n d  

e ls e w h e r e , to  b u ild  th e  N F L ’ s  b r a n d , a d v e r tis e  its e lf  a s  a n  e n te r ta in m e n t p r o d u c t, 

s e ll p r o d u c ts , a n d  o th e r w is e  g e n e r a te  r e v e n u e . A m . C o m p l., ¶ ¶ 1; passim.   

 O n e  o f  th e  N F L ’ s  k e y  m a r k e tin g  s tr a te g ie s  is  to  f o c u s  c o n s u m e r s  o n  its  p a s t 

p la y e r s . Id., ¶ ¶ 2 , 16 , 17 , 7 1, 7 5 , 7 7 .  I t is  o n e  o f  th e  s im p le s t c o n c e p ts  in  

a d v e r tis in g , a n d  d o n e  to  e s ta b lis h  th e  le a g u e ’ s  b r a n d  a u th e n tic ity  c o m p a r e d  to  

c o m p e tin g  s p o r ts  a n d  e n te r ta in m e n t p r o d u c ts . Id.  W ith  its  s u b s ta n tia l b r a n d  v a lu e , 

th e  N F L  is  a b le  to  g a r n e r  u n b e lie v a b le  r e v e n u e  -  a n  e s tim a te d  $ 6 .9  b illio n  in  2 0 0 8  

a lo n e . Id., ¶ ¶ 13, 5 3.   

 T h e  p r in c ip a l w a y  th e  N F L  u s e s  f o r m e r  p la y e r s  to  m a r k e t its e lf  is  th r o u g h  

its  N F L  F ilm s  d iv is io n . Id., ¶ ¶ 18 - 4 3, 7 1-7 7 .  N F L  F ilm s  c r e a te s  d o c u m e n ta r y - s ty le  

in f o m e r c ia ls  f o r  th e  le a g u e  b y  ta k in g  r a w  g a m e  f o o ta g e  a n d  s lic in g  a n d  d ic in g  it 

�����������������������������������������������������������
1
 T h e  N F L  is  th e  D e f e n d a n t in  th is  a c tio n . A m . C o m p l., ¶ 13.  T h e  R e tir e d  P la y e r s  

d e c lin e  th e  N F L ’ s  in v ita tio n  to  lim it th e ir  a c tio n  to  N F L  F ilm s  a lo n e . S e e  D e f . B r . 

a t 1, n .1.  T h e  N F L  h a s  c a r r ie d  o u t its  m is c o n d u c t th r o u g h  s e v e r a l b u s in e s s  u n its , 

in c lu d in g  N F L  F ilm s , a m o n g  o th e r s . A m . C o m p l., ¶ 13.  
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in to  p r o m o tio n a l f ilm s . Id., ¶ ¶ 2 4, 7 6 - 7 7 .    N F L  F ilm s ’  s e lf - d e s c r ib e d  “ m is s io n ”  is  

“ to  p r o m o te  th e  N a tio n a l F o o tb a ll L e a g u e .”  Id., ¶ 1 9 .  I t h a s  b e e n  c a lle d  “ th e  m o s t 

e f f e c tiv e  p r o p a g a n d a  o r g a n  in  th e  h is to r y  o f  c o r p o r a te  A m e r ic a ”  a n d  c r e a te s  

s u b s ta n tia l r e v e n u e  f o r  th e  le a g u e . Id., ¶ ¶ 2 0 , 2 6 .  I n  a d d itio n  to  u s in g  r e tir e d  

p la y e r s  a s  th e  s ta r s  o f  th e s e  p r o m o tio n a l f ilm s , th e  N F L  a ls o  u s e s  th e  n a m e s  o f  th e  

p la y e r s  to  s e ll N F L  F ilm s  p r o d u c tio n s  a s  a  s e p a r a te  p r o d u c t. Id., ¶ ¶ 4, 1 8 , 2 2 , 3 1 -

3 2 , 3 9 .   

T h e  u s e s  o f  th e  r e tir e d  N F L  p la y e r s ’  id e n titie s  in  th is  a c tio n  a r e  n o t p u b lic ly  

a v a ila b le . Id., ¶ ¶ 44-5 0 .  T h e  N F L  s tr ic tly  c o n tr o ls  th e  p u b lic ’ s , in c lu d in g  th e  n e w s  

m e d ia ’ s , a c c e s s  to  b r o a d c a s t im a g e s  o f  its  p la y e r s , a n d  f o r b id s  r e tir e d  p la y e r s  f r o m  

u s in g  th e ir  o w n  id e n titie s  a s  p la y e r s  to  p r o m o te  th e m s e lv e s , o r  th e ir  c h a r itie s . Id. 

A ll r e tir e d  N F L  p la y e r s  s ig n e d  c o n tr a c ts  w ith  th e  N F L  to  p la y  f o o tb a ll. See 

C o n n o lly  D e c l. E x s . 1 - 1 1 .  T h e s e  c o n tr a c ts  c o n ta in e d , o r  in c o r p o r a te d , p r o v is io n s  

a u th o r iz in g  th e  N F L  to  u s e  th e  p la y e r s ’  id e n titie s  f o r  th e  le n g th  o f  th e  c o n tr a c t. Id.; 

A m . C o m p l., ¶ ¶ 5 2 , 7 8 .  T h e  c o n tr a c ts  p r o h ib ite d  th e  N F L  f r o m  u s in g  p la y e r s ’  

id e n titie s  to  e n d o r s e  a n y  c o m m e r c ia l p r o d u c t. Id.  A ll o f  th e  R e tir e d  P la y e r s ’  

c o n tr a c ts  a r e  n o w  e x p ir e d , a lo n g  w ith  a n y  a s s ig n m e n ts  th e r e in . Id.   

R e tir e d  N F L  p la y e r s  a r e  f ig h tin g  a n  in c r e a s in g ly  p u b lic , in c r e a s in g ly  s e v e r e  

b a ttle  w ith  d is a b ility , b r a in  in ju r y , a n d  f in a n c ia l s tr a in  b e c a u s e  o f  th e ir  s e r v ic e  to  

th e  N F L . Id., ¶ ¶ 3 , 3 8 - 3 9 , 5 4.  T h e  o v e r w h e lm in g  m a jo r ity  o f  p la y e r s  p la y e d  w h e n  

s a la r ie s  w e r e  m o d e s t, a n d  s a c r if ic e d  p h y s ic a lly  a n d  f in a n c ia lly  f o r  th e  g r o w th  o f  

th e  le a g u e . Id.  T h e  R e tir e d  P la y e r s  b r in g  th e  p r e s e n t a c tio n  s e e k in g  d a m a g e s  f o r  
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th e  p a s t u n a u th o r iz e d  u s e  o f  th e ir  id e n titie s , a n d  to  s to p  th e  N F L ’ s  m is c o n d u c t 

g o in g  f o r w a r d . A m . C o m p l., ¶ 5. 

STANDARD 

“ T h e  C o u r t r e v ie w s  a  R u le  1 2 ( c )  m o tio n  f o r  ju d g m e n t o n  th e  p le a d in g s  

u n d e r  th e  s a m e  s ta n d a r d  o f  r e v ie w  a s  a  m o tio n  to  d is m is s  u n d e r  R u le  1 2 ( b ) ( 6 ) . 

Aquapoly Equip. Co. v. AEC, Inc., N o . 0 9 -51 4 , 2 0 0 9  W L  3 2 4 8 3 2 0 , a t * 3  ( D . 

M in n . O c t. 6 , 2 0 0 9 )  ( J . K y le ) .  “ T o  a v o id  d is m is s a l, a  c o m p la in t m u s t in c lu d e  

‘ e n o u g h  f a c ts  to  s ta te  a  c la im  to  r e lie f  th a t is  p la u s ib le  o n  its  f a c e .’ ”  Id. ( q u o tin g  

Bell Atlantic Corp. v. Twombly, 550  U .S . 54 4 , 54 7  ( 2 0 0 7 ) ) .  I m p o r ta n tly , “ [ w ] h e n  

r e v ie w in g  a  m o tio n  to  d is m is s , th e  c o m p la in t m u s t b e  lib e r a lly  c o n s tr u e d , 

a s s u m in g  th e  f a c ts  a lle g e d  th e r e in  a s  tr u e  a n d  d r a w in g  a ll r e a s o n a b le  in f e r e n c e s  

f r o m  th o s e  f a c ts  in  th e  p la in tif f 's  f a v o r .”  Id. ( c itin g  Twombly, 550  U .S . a t 555).  

T h u s , d is m is s a l is  n o t p r o p e r  e v e n  if  it is  “ d o u b tf u l th a t th e  p la in tif f  w ill b e  a b le  to  

p r o v e  a ll o f  th e  f a c tu a l a lle g a tio n s  c o n ta in e d  th e r e in .”  Id. ( c itin g  Twombly, 550  

U .S . a t 556 ) .  B a s e d  o n  th e s e  s ta n d a r d s , th e  A m e n d e d  C o m p la in t c a n n o t b e  

d is m is s e d . Id.   

ARGUMENT 

I. No Retired Player Contract Bars this Action. 

 

 A ll p la y e r  c o n tr a c ts  s ig n e d  b y  r e tir e d  N F L  p la y e r s  a r e  u n a m b ig u o u s ly  

e x p ir e d . A m . C o m p l., ¶ ¶ 52 , 7 8 .  N o n e  o f  th e  R e tir e d  P la y e r s ’  c la im s  a r is e  u n d e r  

th e s e  c o n tr a c ts .  T h a t th e  N F L  tr ie s  to  in v o k e  th e m  a s  a n  a f f ir m a tiv e  d e f e n s e  d o e s  

n o t c h a n g e  th is .   
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T o  s u p p o r t its  a f f ir m a tiv e  d e f e n s e , th e  N F L  s u b m its  n u m e r o u s  c o n tr a c ts , 

a lo n g  w ith  N F L  b y la w s , w ith  th e  n o te  “ T h e  C o u r t d o e s  n o t n e e d  to …  in te r p r e t th e  

s c o p e  o f  th e  e x p r e s s  c o n s e n t la n g u a g e  a t th is  tim e [ .] ”  C o n n o lly  D e c l. E x s . 1 - 1 1 ; 

D e f . B r . a t n .2 .  T h e  N F L  d o e s  n o t m o v e  f o r  d is m is s a l o n  th e s e  c o n tr a c ts  b e c a u s e  

a n y  c h a lle n g e  it c o n ju r e s  c o u ld  n o t b e  r e s o lv e d  a t th e  p le a d in g s  s ta g e . See Praktika 

Design & Projectos Ltd. v. Marvin Lumber and Cedar Co., C iv il N o . 0 6- 9 5 7 , 

2 0 0 6 W L  2 7 8 8 1 8 2 , a t * 3 - 4  ( D . M in n . S e p . 2 6, 2 0 0 6).  T h e r e  m a y  b e  q u e s tio n s , f o r  

e x a m p le , w h e th e r  th e  I n te r n e t, c a b le  te le v is io n , a n d  o th e r  w a y s  th e  N F L  u s e s  

r e tir e d  p la y e r  id e n titie s  w e r e  e v e r  c o n te m p la te d . See Ventura v. Titan Sports, Inc., 

65  F .3 d  7 2 5 , 7 3 1  ( 8 th  C ir . 1 9 9 5 ) ; ( u s in g  id e n tity  in  m a n n e r s  p la in tif f  d id  n o t 

c o n te m p la te  s u p p o r ts  c o n c lu s io n  th a t p la in tif f  d id  n o t a u th o r iz e  th o s e  u s e s ) . 

 A n y  p la y e r  c o n tr a c t r e le v a n t to  th is  litig a tio n  is  p la in ly  e x p ir e d . See 

C o n n o lly  D e c l. E x s . 1 - 1 1 .  T h is  is  c le a r  f r o m  th e  a s s ig n m e n t la n g u a g e  th e  N F L  

q u o te s  in  its  b r ie f . See D e f . B r . a t 6-7 .  N o w h e r e  h e r e  ( o r  in  a n y  p la y e r  c o n tr a c t)  

d o e s  it in d ic a te  th e  a s s ig n m e n ts  w e r e  “ in  p e r p e tu ity ”  o r  f o r  a n y  p e r io d  lo n g e r  th a n  

th e  c o n tr a c t te r m . Id.  I n  Facenda v. NFL Films, Inc.,  th e  T h ir d  C ir c u it in te r p r e te d  

a  s im ila r  N F L  c o n tr a c t g iv in g  th e  le a g u e : 

th e  u n e q u iv o c a l r ig h ts  to  u s e  th e  a u d io  a n d  v is u a l f ilm  s e q u e n c e s  

r e c o r d e d  o f  m e , o r  a n y  p a r t o f  th e m …  in perpetuity a n d  b y  w h a te v e r    

m e d ia  o r  m a n n e r  N F L  F ilm s …  s e e s  f it, p r o v id e d , h o w e v e r , s u c h  u s e  

d o e s  n o t c o n s titu te  a n  e n d o r s e m e n t o f  a n y  p r o d u c t o r  s e r v ic e . 

 

5 4 2  F .3 d  1 0 0 7 , 1 0 1 2  ( 3 d  C ir . 2 0 0 8 )  ( e m p h a s is  a d d e d ) .  T h u s , th e  N F L  u s e s  

“ p e r p e tu ity ”  c la u s e s  w h e r e  it in te n d s  to .  I f  a n d  w h e n  th e  N F L  m o v e s  u p o n  its  

Case 0:09-cv-02182-PAM-SRN   Document 23    Filed 11/30/09   Page 12 of 53



 7 

c o n tr a c t d e f e n s e , th is  a n d  o th e r  e v id e n c e  w ill n e g a te  a n y  a r g u m e n t th e  p la y e r  

c o n tr a c ts  h a v e  a n y  o n g o in g  e f f e c t.  T h e  C o u r t s h o u ld  d e n y  th e  N F L ’ s  m o tio n  in  its  

e n tir e ty . 

II. The First Amendment Does Not Support Dismissal Because the Retired 

Players Properly Allege the NFL’s Unauthorized Use of Their 

Identities for Commercial and Advertising Purposes. 
 

 T h e  r ig h t o f  p u b lic ity  is  w e ll e s ta b lis h e d  in  th is  d is tr ic t w h e r e  o n e  p a r ty  

u s e s  th e  id e n tity  o f  a n o th e r  w ith o u t p e r m is s io n  to  m a k e  m o n e y . Ventura, 6 5  F .3 d  

a t 72 8 - 3 1 ; Hillerich & Bradsby Co. v. Christian Bros., Inc., 9 4 3  F . S u p p . 1 1 3 6 , 

1 1 4 0 - 4 1  ( D . M in n . 1 9 9 6 ) .  T h e  N F L  c la im s  it m a y  p r o f it o n  r e tir e d  p la y e r s ’  

id e n titie s  b e c a u s e  o f  th e  F ir s t A m e n d m e n t. D e f . B r . a t 9 - 1 6 .  B u t th e  F ir s t 

A m e n d m e n t d o e s  n o t p r o te c t th o s e  w h o  m a k e  u n a u th o r iz e d  u s e  o f  p r iv a te  

in f o r m a tio n  to  a d v e r tis e  a n d  g e n e r a te  r e v e n u e .  T h e  N F L  h a s  tr ie d  th is  d e f e n s e  

b e f o r e , a n d  it w a s  r e je c te d . See Facenda, 5 4 2  F .3 d  a t 1 0 1 7-1 8 . 

 T h e  E ig h th  C ir c u it’ s  F ir s t A m e n d m e n t h o ld in g  in  C.B.C. Distrib. and Mktg. 

v. Major League Baseball Adv. Media, L.P. d o e s  n o t h e lp  th e  N F L . 5 0 5  F .3 d  8 1 8  

( 8 th  C ir . 2 0 0 7).  I t a p p lie s  o n ly  to  th e  u s e  o f  p u b lic ly  a v a ila b le  in f o r m a tio n  f o u n d  

in  a n y  n e w s p a p e r  a n d  m a k e s  n o  a s s e s s m e n t o f  th e  b e a r in g  o f  c o m m e r c ia l s p e e c h  

o n  F ir s t A m e n d m e n t p r o te c tio n . Id. a t 8 2 3 - 2 4 .  I n  a c tu a lity , w h e r e  a  p la in tif f  

a lle g e s  th e  u n a u th o r iz e d  u s e  o f  h e r  id e n tity  f o r  a d v e r tis in g  a n d  c o m m e r c ia l 

p u r p o s e s , th e  F ir s t A m e n d m e n t p r o v id e s  n o  s a f e  h a r b o r . Facenda, 5 4 2  F .3 d  a t 

1 0 1 7-1 8 .  T h is  C o u r t s h o u ld  n o t e x te n d  C.B.C. Distribution b e y o n d  its  n a r r o w  
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f a c ts  to  o v e r r u le  Ventura, a  c a s e  in v o lv in g  th e  s a m e  p a tte r n  o f  m is c o n d u c t a n d  

n e a r ly  id e n tic a l f a c ts  P la in tif f s  c h a lle n g e  h e r e .   

N o r  d o e s  th e  F ir s t A m e n d m e n t s a n c tio n  e x p lo itin g  th e  id e n titie s  o f  o th e r s  

w h e r e  p r o te c tin g  th e  r ig h t o f  p u b lic ity  o u tw e ig h s  th e  in te r e s t in  p r o te c tin g  th e  

e x p r e s s io n  a t is s u e . Id.  I n  th is  c a s e , r e tir e d  N F L  f o o tb a ll p la y e r s  a r e  in  th e  m id s t 

o f  a  s e r io u s  a n d  v e r y  p u b lic  d e s c e n t, p h y s ic a lly , m e n ta lly  a n d  f in a n c ia lly , b e c a u s e  

o f  th e ir  s a c r if ic e s  to  th e  N F L .  T h e  in te r e s t in  p r o te c tin g  th e  id e n titie s  o f  th e s e  m e n  

v a s tly  o u tw e ig h s  a n y  in te r e s t in  a llo w in g  th e  N F L  to  c o n tin u e  p r o f itin g  o n  th e m  

w ith o u t p e r m is s io n .  T h e  F ir s t A m e n d m e n t d o e s  n o t tr u m p  th e  R e tir e d  P la y e r s ’  

p la in ly  a lle g e d  c la im s  a n d  th e  N F L ’ s  m o tio n  s h o u ld  b e  d e n ie d . 

A. The Violations Alleged By the Retired Players Have Already 

Been Addressed In this Jurisdiction, and Fit Squarely with 

Eighth Circuit Precedent.  
 

1 . The Retired Players’ Right to Protect Their Identities is Well-

Established. 

 

 W h e th e r  a  s p o r ts - e n te r ta in m e n t c o n g lo m e r a te  m a y  s e ll f ilm s  o f  its  a th le te s  

w ith o u t p e r m is s io n  h a s  a lr e a d y  b e e n  d e c id e d  in  th is  ju r is d ic tio n .  I n  Ventura, th e  

E ig h th  C ir c u it a s s e s s e d  w h e th e r  a  p r o f e s s io n a l w r e s tle r  c o u ld  r e c o v e r  f o r  v io la tio n  

o f  h is  r ig h t o f  p u b lic ity  a g a in s t h is  f o r m e r  e m p lo y e r , th e  W o r ld  W r e s tlin g  

F e d e r a tio n  ( “ W W F ” ) . 6 5  F .3 d  a t 7 2 7 - 2 9 .  V e n tu r a  a lle g e d  th e  W W F  m a d e  f ilm s  o f  

h im  p e r f o r m in g , a n d  th e n  d is tr ib u te d  th e  f ilm s  c o n ta in in g  h is  id e n tity  f o r  p r o f it, 

a f te r  h is  e m p lo y m e n t a n d  w ith o u t h is  a u th o r iz a tio n . Id. a t 7 2 7 - 2 8.  T h e  c a s e  w e n t 

to  tr ia l, a n d  th e  E ig h th  C ir c u it a f f ir m e d  a  ju r y  v e r d ic t f in d in g  V e n tu r a ’ s  r ig h t o f  
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p u b lic ity  w a s  v io la te d  a n d  a w a r d in g  r o y a ltie s  b a s e d  o n  th e  W W F ’ s  e a r n in g s . Id. 

T h e  E ig h th  C ir c u it a f f ir m e d  th e  d e te r m in a tio n s  o f  th e  ju r y  a n d  th is  C o u r t “ in  a ll 

r e s p e c ts .”  Id. 

 I n  V e n tu r a , th is  C o u r t a n d  th e  E ig h th  C ir c u it e a c h  a n a ly z e d  th e  c o n te n t o f  

th e  p la in tif f ’ s  c o n tr a c ts  to  d e te r m in e  if  th e  W W F  w a s  a u th o r iz e d  to  p r o f it o n  h is  

id e n tity . S e e  id. a t 7 3 0 - 3 1  ( c itin g  D is tr ic t C o u r t’ s  f in d in g s ) . T h e  f a c ts  s h o w e d  

V e n tu r a  p e r f o r m e d  f o r  th e  W W F  in  tw o  r o le s , a s  a  w r e s tle r  a n d  c o m m e n ta to r . Id.  

T h is  C o u r t f o u n d  V e n tu r a ’ s  w r e s tlin g  c o n tr a c t p r e c lu d e d  r o y a ltie s  f o r  v id e o s  o f  

h im  a s  a  w r e s tle r , b u t h is  c o m m e n ta to r  a g r e e m e n t d id  n o t. Id.  A b s e n t th is  

a u th o r iz a tio n , th e  W W F  v io la te d  V e n tu r a ’ s  r ig h t o f  p u b lic ity  b y  m a r k e tin g  v id e o s  

o f  h im . Id. a t 7 3 1 - 3 3 . O n  a p p e a l, th e  E ig h th  C ir c u it s q u a r e ly  a d d r e s s e d  w h e th e r  

th e  W W F ’ s  u s e  o f  V e n tu r a ’ s  id e n tity  in  v id e o s  w a s  a  p r o te c te d  u s e , a n d  h e ld  it 

w a s  n o t. Id. a t 7 2 9.  T h e  c o u r t h e ld , “ V e n tu r a ’ s  q u a n tu m  m e r u it c la im  m a y  

s u c c e e d  o n ly  if  T ita n ’ s  r ig h ts  to  u s e  V e n tu r a ’ s  p e r f o r m a n c e  a r e  lim ite d  s o  th a t 

T ita n  is  n o t e n title d  to  u s e  th e  p e r f o r m a n c e  w ith o u t V e n tu r a ’ s  c o n s e n t.  W e  

b e lie v e  th a t [ W W F ’ s ]  r ig h ts  a r e  lim ite d  b y  V e n tu r a ’ s  r ig h t to  p u b lic ity .”  Id. 

V e n tu r a  is  o n  a ll- f o u r s  w ith  th e  R e tir e d  P la y e r s ’  c la im s .  L ik e  V e n tu r a , th e  

R e tir e d  P la y e r s  a lle g e  th e  a p p r o p r ia tio n  o f  th e ir  id e n titie s  in  v id e o s  m a r k e te d  b y  

th e ir  f o r m e r  e m p lo y e r . S e e  A m . C o m p l., p a s s im .  L ik e  V e n tu r a , th e  R e tir e d  

P la y e r s  a lle g e  th e ir  c o n tr a c ts  d o  n o t a u th o r iz e  th e  N F L  to  m a r k e t f ilm s  c o n ta in in g  

th e ir  id e n titie s  f o r  p r o f it. Id.  T h e  c a s e s  a r e  n e a r ly  id e n tic a l. 
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R e c e n tly , th e  E ig h th  C ir c u it d e c id e d  a n o th e r  c a s e  in v o lv in g  c la im s  th a t a  

p a r ty  u s e d  a th le te s ’  id e n titie s  w ith o u t p e r m is s io n .  I n  C.B.C. Distribution, th e  

E ig h th  C ir c u it a s s e s s e d  th e  F ir s t A m e n d m e n t, a n d  lim ite d  its  a p p lic a tio n  in  r ig h t 

o f  p u b lic ity  c a s e s  to  th o s e  in v o lv in g  p u b lic ly - a v a ila b le  s ta tis tic s  a n d  o th e r  

in f o r m a tio n  “ th a t is  a v a ila b le  to  e v e r y o n e .”  5 05  F .3 d  a t 8 2 3 - 2 4 .  S in c e  th e  R e tir e d  

P la y e r s  d o  n o t a lle g e  th e  u n a u th o r iz e d  u s e  o f  p u b lic  in f o r m a tio n , C.B.C. 

Distribution p r o v id e s  th e  N F L  n o  r e f u g e . 

2 . The Retired Players’ Allegations Are Consistent with C.B.C. 

Distribution. 

 

 T h is  C o u r t s h o u ld  n o t o v e r r u le  Ventura b y  e x te n d in g  C.B.C. Distribution 

b e y o n d  its  n a r r o w  f a c ts .  U n lik e  Ventura, w h ic h  a d d r e s s e d  th e  m a r k e tin g  o f  f ilm s  

o f  a  p la in tif f  a f te r  h is  c o n tr a c t e n d e d , C.B.C. Distribution in v o lv e d  f a n ta s y  f o o tb a ll 

a n d  th e  u s e  o f  p u b lic ly - a v a ila b le  p la y e r  s ta tis tic s  “ a v a ila b le  to  e v e r y o n e .”  5 05  

F .3 d  a t 8 2 3 .  C.B.C. Distribution d id  n o t a s s e s s  th e  F ir s t A m e n d m e n t’ s  lim ita tio n  

in  th e  c o n te x t o f  c o m m e r c ia l s p e e c h , a s  th e  R e tir e d  P la y e r s  a lle g e  in  th e  p r e s e n t 

a c tio n . Id. a t 8 2 3 - 2 4 .  E x p a n d in g  C.B.C. Distribution to  th e  a d v e r tis in g  u s e s  

a lle g e d  h e r e  w o u ld  e lim in a te  th e  r ig h t o f  p u b lic ity  a lto g e th e r , a n d  w o u ld  a llo w  

a n y o n e  to  u s e  a th le te s ’  id e n titie s  a n y  w a y  th e y  c h o o s e .  T h a t is  n o t o n ly  a  

r e p u g n a n t r e s u lt, it is  n o t th e  la w . See, e.g., Ventura, 6 5  F .3 d  a t 7 2 8 - 3 1; White v. 

Samsung Electronics Am., Inc., 9 7 1 F .2 d  13 9 5 , 14 01, n .3  ( 9 th  C ir . 19 9 2 ) ; 

Hillerich, 9 4 3  F . S u p p . a t 114 0-4 1; Uhlaender v. Henricksen, 3 16  F . S u p p . 12 7 7 , 

12 8 1-8 3  ( D . M in n . 19 7 0). 
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 I n  C.B.C. Distribution, th e  E ig h th  C ir c u it a n a ly z e d  a  c la im  b y  M a jo r  

L e a g u e  B a s e b a ll ( “ M L B ” )  th a t a  c o m p a n y  w a s  v io la tin g  a c tiv e  p la y e r s ’  r ig h ts  o f  

p u b lic ity  b y  u s in g  th e ir  c u r r e n t s e a s o n  s ta tis tic s  f o r  a  f a n ta s y  b a s e b a ll g a m e . 5 0 5  

F .3 d  a t 8 23 -24 .  T h e  E ig h th  C ir c u it d e te r m in e d  th e  p la y e r s ’  r ig h ts  o f  p u b lic ity  d id  

e x is t, a n d  w e r e  v io la te d . Id. a t 8 22-23 .  T h e  c o u r t th e n  lo o k e d  a t th e  s p e c if ic  

f a c tu a l a n d  s ta tis tic a l d a ta  b e in g  u s e d  a n d  c o n c lu d e d  th e  r ig h t o f  p u b lic ity  m u s t 

g iv e  w a y  to  F ir s t A m e n d m e n t c o n s id e r a tio n s . Id. a t 8 23 -24 .  T h e  b a s is  o f  th e  

c o u r t’ s  c o n c lu s io n  w a s  th e  p u b lic  n a tu r e  o f  th e  s ta tis tic s  a n d  d a ta  a t is s u e :  

[ T ] h e  in f o r m a tio n  u s e d  in  C B C ’ s  f a n ta s y  b a s e b a ll g a m e s  is  all 

readily available in the public domain a n d  it w o u ld  b e  s tr a n g e  la w  

th a t a  p e r s o n  w o u ld  n o t h a v e  a  f ir s t a m e n d m e n t r ig h t to  u s e  

in f o r m a tio n  th a t is  available to everyone. 

 

Id. ( e m p h a s is  a d d e d ) .  T h u s , th e  E ig h th  C ir c u it e x te n d e d  F ir s t A m e n d m e n t 

p r o te c tio n  to  th e  u s e  o f  s ta tis tic s  ( a n d  th e  p la y e r s ’  n a m e s , te a m s , e tc ., d e s c r ib in g  

w h ic h  s ta tis tic s  b e lo n g  to  w h o m )  th a t a r e  f o u n d  in  a n y  n e w s p a p e r . Id.  F o r  

s u p p o r t, th e  c o u r t a ls o  n o te d  th e  C a lif o r n ia  s ta te  c o u r t d e c is io n  Gionfriddo v. 

Major League Baseball, to  th e  e x te n t o f  its  d is c u s s io n  o f  b a s e b a ll p la y e r s ’  p u b lic  

s ta tis tic a l d a ta .
2
 Id. ( c itin g  9 4  C a l. A p p . 4 th  4 0 0 , 4 11 ( C a l. C t. A p p . 20 0 1)) .  

�����������������������������������������������������������
2
 Gionfriddo is  a n  in te r m e d ia te  C a lif o r n ia  s ta te  c o u r t d e c is io n  th a t s h o u ld  h a v e  n o  

a p p lic a b ility  to  th is  c a s e . 9 4  C a l. A p p . 4 th  4 0 0 .   I t d ir e c tly  c o n tr a d ic ts  e s ta b lis h e d  

p r e c e d e n t u n e q u iv o c a lly  h o ld in g  p e r s o n s , in c lu d in g  a th le te s , h a v e  a  r ig h t o f  

p u b lic ity  in  th e ir  id e n titie s . V entura, 6 5  F .3 d  a t 7 28 - 3 1.  T h e  Gionfriddo c o u r t a ls o  

c o n c lu d e d  th e  u s e s  th e r e  w e r e  n o t “ a d v e r tis e m e n ts ,”  a n  is s u e  o f  f a c t th a t c a n n o t b e  

r e s o lv e d  a t th e  p le a d in g  s ta g e . 9 4  C a l. A p p . 4 th  a t 4 13 ; see T itan S ports, Inc. v. 

Comics W orld Corp., 8 7 0  F .2d  a t 8 8 - 8 9  (2d  C ir . 19 8 9 )  ( w h e th e r  u s e  o f  id e n tity  is  

c o m m e r c ia l s p e e c h  is  is s u e  o f  f a c t to  b e  d e te r m in e d  b y  tr ie r  o f  f a c t) .  M o r e  

im p o r ta n tly , th e  Gionfriddo c o u r t c o n c lu d e d  th e  p la in tif f s  th e r e  h a d  “ n e g lig ib le  
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F in a lly , th e  C.B.C. Distribution c o u r t a n a ly z e d  w h e th e r  a llo w in g  f r e e  u s e  o f  

p u b lic ly  a v a ila b le  in f o r m a tio n  w a s  o u tw e ig h e d  b y  a n  in te r e s t in  p r o te c tin g  

“ h a n d s o m e ly ”  p a id  a c tiv e  b a s e b a ll p la y e r s . Id. a t 8 24 .  T h e  c o u r t c o n c lu d e d  it w a s  

n o t.
3
 Id.   

 C.B.C. Distribution c r e a te d  n o  n e w  la w  in  th is  d is tr ic t.  T h e  d is tin c tio n  

b e tw e e n  u s in g  p u b lic ly  a v a ila b le  in f o r m a tio n  a n d  p r o f itin g  o n  a n  a th le te ’ s  p r iv a te  

id e n tity  is  w e ll e s ta b lis h e d . Hillerich, 9 4 3 F . S u p p . 1136 .  I n  Hillerich, a  d e f e n d a n t 

u s e d  a n  a th le te ’ s  n a m e  to  p r o m o te  its  h o c k e y  s tic k s  a n d  f a c e d  f a ls e  e n d o r s e m e n t 

a n d  r ig h t o f  p u b lic ity  c la im s  a s  a  r e s u lt. 9 4 3 F . S u p p . a t 1138 .  T h e  d e f e n d a n t 

c la im e d  u s in g  th e  a th le te ’ s  id e n tity  w a s  a  p r o te c te d  u s e  b e c a u s e  in v o k in g  th e  

p la y e r ’ s  n a m e  m e r e ly  f a c tu a lly , a n d  tr u th f u lly , r e p o r te d  th e  h o c k e y  s tic k  w a s  th e  

ty p e  th e  p la y e r  u s e d . Id. a t 1139 .  J u d g e  T u n h e im  d is a g r e e d , h o ld in g  th e r e  is  a  

d is p o s itiv e  d if f e r e n c e  b e tw e e n  u s in g  a  p la y e r ’ s  n a m e , s ta tis tic s  a n d  o th e r  p u b lic ly  

�����������������������������������������������������������������������������������������������������������������������������������������������������������������������������

e c o n o m ic  in te r e s ts ”  a n d  th e  d e f e n d a n ts ’  u s e  o f  th e ir  id e n titie s  lik e ly  “ e n h a n c e d ”  

th e  p la y e r s ’  m a r k e ta b ility . 9 4  C a l. A p p . 4 th  a t 4 15 .  T h is  a b s u r d  h o ld in g  h a s  n o  

a p p lic a tio n  to  r e tir e d  N F L  p la y e r s  w h o  a s  a  g r o u p  a r e  s u f f e r in g  a  d o w n w a r d  

p h y s ic a l a n d  f in a n c ia l s p ir a l b e c a u s e  o f  th e ir  p la y in g  d a y s , a n d  w h o  a r e  b a r r e d  b y  

th e  N F L  f r o m  u s in g  th e ir  o w n  id e n titie s  a s  p la y e r s  to  m a r k e t th e m s e lv e s . A m . 

C o m p l., ¶ ¶ 3, 4 6 - 4 8 . 

 
3
 F o llo w in g  C.B.C. Distribution, a n o th e r  c o u r t in  th is  d is tr ic t a s s e s s e d  a n  id e n tic a l 

s u it a lle g in g  th e  id e n tic a l p u b lic  in f o r m a tio n  u s e d  in  a  f a n ta s y  f o o tb a ll g a m e . CBS  

Intera ctiv e, Inc. v . N a tiona l F ootba ll L ea g ue P la y ers A ss’n, Inc., N o . 0 8 - 5 0 9 7 , 

20 0 9  W L  115 19 8 2 ( D . M in n . A p r . 28 , 20 0 9 ) .  J u d g e  M o n tg o m e r y  c o n f ir m e d  th e r e  

w a s  “ n o  d if f e r e n c e  b e tw e e n  th e  p a c k a g e  o f  in f o r m a tio n  a t is s u e  h e r e  a n d  th a t 

w h ic h  w a s  a t is s u e  in  C.B.C. Distribution.”  Id. a t * 19 .  B e c a u s e  th e  in f o r m a tio n  a t 

is s u e  w a s  id e n tic a l, th e  c o u r t r e a c h e d  th e  s a m e  r e s u lt. Id. 
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a v a ila b le  in f o r m a tio n  a n d  u s in g  th e  p la y e r ’ s  identity to  m a k e  m o n e y . Id. a t 114 0 -

4 1.  T h e  c o u r t h e ld :  

C o u r ts  h a v e  d is tin g u is h e d  b e tw e e n  a  n e w s p a p e r ’ s  u s e  o f  

p r o f e s s io n a l a th le te s  n a m e s  a n d  f a c ts  p e r ta in in g  to  th e ir  p la y  a n d  u s e  

o f  s u c h  in f o r m a tio n  f o r  c o m m e r c ia l p u r p o s e s . T h e  f o r m e r  is  a  f a ir 

u s e , th e  la tte r  in f r in g e s  o n  p la y e r s ' r ig h t o f  p u b lic ity . 

 

Id. ( c itin g  Uhlaender, 316  F . S u p p . a t 12 8 2 ) .   

 T h e  R e tir e d  P la y e r s  d o  n o t a lle g e  th e  N F L  h a s  u s e d  in f o r m a tio n  “ a ll r e a d ily  

a v a ila b le  in  th e  p u b lic  d o m a in ”  a n d  “ a v a ila b le  to  e v e r y o n e .”   E x a c tly  th e  o p p o s ite .  

T h e  R e tir e d  P la y e r s  a lle g e  th e  u s e s  o f  th e ir  id e n titie s  a r e  p r iv a te , tig h tly - c o n tr o lle d  

b y  th e  N F L , a n d  u n a v a ila b le  to  a n y o n e  u n le s s  th e y  p a y  s u b s ta n tia l f e e s . A m . 

C o m p l., ¶ ¶ 4 4 - 5 0 .  W h e n  it c o m e s  to  th e  lik e n e s s e s  o f  N F L  p la y e r s , th e  N F L ’ s  ir o n  

f is t c o n tr o ls  th e  n e w s  m e d ia  a n d  r e tir e d  p la y e r s  th e m s e lv e s . Id.   

T h e  N F L ’ s  a r g u m e n t f o r  a p p ly in g  C .B .C . D is trib u tio n to  th e  R e tir e d  

P la y e r s ’  a lle g a tio n s  is  n o t o n ly  in c o r r e c t, it is  d is in g e n u o u s .  A p p ly in g  C .B .C . 

D is trib u tio n h e r e  w o u ld  p la in ly  m a k e  th e  u s e s  in  th is  c a s e  o p e n  to  c o m m e r c ia l 

e x p lo ita tio n  b y  a n y o n e . S ee 5 0 5  F .3d  a t 8 2 4  ( a p p r o v in g  th e  a b ility  to  u s e  p u b lic ly -

a v a ila b le  p la y e r  d a ta  f o r  p r o f it w ith o u t a u th o r iz a tio n  f r o m  le a g u e  o r  p la y e r s ) .  A t 

th e  s a m e  tim e , th e  N F L  c o n tr a c ts  w ith  a c tiv e  p la y e r s  to  o b ta in  th e s e  e x c lu s iv e , 

p r iv a te  r ig h ts , a n d  b a r s  r e tir e d  N F L  p la y e r s  th e m s e lv e s  f r o m  u s in g  any in d ic ia  o f  

th e ir  o w n  id e n tity  a s  a  p la y e r  f o r  c o m m e r c ia l p u r p o s e s . A m . C o m p l., ¶ ¶ 2 , 4 6 - 4 8 .  

P la in tif f  W r ig h t, f o r  e x a m p le , a s s e r ts  h e  w a s  to ld  h e  c o u ld  n o t r e p r e s e n t h im s e lf  a s  
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a  f o r m e r  N F L  p la y e r , b y  n a m e , b y  im a g e , o r  a n y  w a y  w h a te v e r , to  m a r k e t h im s e lf . 

Id., ¶ ¶ 47 -48 .  T h e  c la s s  is  a w a s h  w ith  s im ila r  s to r ie s . Id., ¶ 47 .   

F o r  y e a r s  th e  N F L  h a s  r e q u ir e d  its  r e tir e d  p la y e r s  to  s ta r t f r o m  s c r a tc h  w h e n  

th e y  s to p  p la y in g , a n d  n e v e r  a g a in  c a p ita liz e  o n  th e ir  h is to r y  a s  p la y e r s . Id. a t 

¶ ¶ 44-5 0 . T h e  N F L  th e n  tu r n s  a r o u n d  a n d  u s e s  th e s e  p la y e r s ’  id e n titie s  to  e a r n  

m o n e y  f o r  its e lf . Id., passim.  A n d  n o w  th e  N F L ’ s  la te s t c la im : th e  F ir s t 

A m e n d m e n t s h o u ld  m a k e  p la y e r s ’  id e n titie s  o p e n  f o r  anyone to  u s e  a t w ill f o r  

p r o f it. See D e f . B r . a t 9 -14 ( a r g u in g  a p p lic a tio n  o f  C.B.C. Distribution to  p r e s e n t 

c a s e ) .  T h is  u n s u p p o r ta b le  a r g u m e n t w o u ld  v io la te  e s ta b lis h e d  p r e c e d e n t m a k in g  

th is  c o n d u c t u n la w f u l. See Ventura, 6 5  F .3 d  a t 7 2 7 - 3 1 ( c o m m e r c ia l u s e  o f  f o r m e r  

w r e s tle r ’ s  id e n tity  to  m a r k e t v id e o s  v io la te s  r ig h t o f  p u b lic ity ) ; Facenda, 5 42  F .3 d  

a t 10 17 -18  ( r e je c tin g  F ir s t A m e n d m e n t d e f e n s e  to  r ig h t o f  p u b lic ity  a n d  L a n h a m  

A c t c la im s ) ; White, 9 7 1 F .2 d  a t 140 1, n .3  ( “ U n le s s  th e  F ir s t A m e n d m e n t b a r s  a ll 

r ig h t o f  p u b lic ity  a c tio n s - a n d  it d o e s  n o t, see Zacchini v. Scripps-Howard 

Broadcasting Co., 43 3  U .S . 5 6 2  (19 7 7 ) - th e n  it d o e s  n o t b a r  [ c a s e  w h e r e  p la in tif f ’ s  

id e n tity  u s e d  in  c o m m e r c ia l s p e e c h .] ” ) .   

T h e  N F L ’ s  in v ita tio n  to  e x p a n d  C.B.C. Distribution to  o v e r r u le  Ventura is  

b a s e le s s .  T h e  R e tir e d  P la y e r s  d o  n o t a lle g e  th e  a p p r o p r ia tio n  o f  in f o r m a tio n  

“ a v a ila b le  to  e v e r y o n e ” .  C.B.C. Distribution h a s  n o  a p p lic a tio n  h e r e .  T h e  C o u r t 

s h o u ld  d e n y  th e  N F L ’ s  m o tio n .  
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B. The Retired Players Properly Allege the Unauthorized Use of 

Their Identities in Advertising and Commercial Speech. 

 

T h e  R e tir e d  P la y e r s  p la in ly  a lle g e  th e  m is a p p r o p r ia tio n  o f  th e ir  id e n titie s  

th r o u g h  b y  th e  N F L ’ s  a d v e r tis in g  a n d  c o m m e r c ia l s p e e c h . A m . C o m p l., ¶ ¶ 1-4 , 18 -

2 4 , 2 6 , 3 1-3 6 , 4 2 , 7 0 - 7 7 , 7 9 - 8 0 .  W h e r e  th e  u s e  o f  a  p la in tif f ’ s  id e n tity  is  

c o m m e r c ia l s p e e c h , th e  p r o te c tio n s  o f  th e  F ir s t A m e n d m e n t d o  n o t a p p ly . 

Facenda, 54 2  F .3 d  a t 10 17 -18 . 

1.  The First Amendment Does Not Shield the NFL’s Alleged 

Advertising and Commercial Speech.  

 

T h e  F ir s t A m e n d m e n t p r o te c ts  m a n y  th in g s , b u t it d o e s  n o t p r o te c t “ a  

d is g u is e d  c o m m e r c ia l a d v e r tis e m e n t f o r  th e  s a le  o f  g o o d s  o r  s e r v ic e s .”  Matthews 

v. Wozencraft, 15 F .3 d  4 3 2 , 4 4 0  (5th  C ir . 19 9 4 )  ( q u o tin g  Rogers v. Grimaldi, 8 7 5 

F .2 d  9 9 4 , 10 0 4  ( 2 d  C ir . 19 8 9 ) ) .  N o r  d o e s  it “ p r o te c t ‘ a  s u b te r f u g e  o r  c o v e r  f o r 

p r iv a te  o r  c o m m e r c ia l e x p lo ita tio n .’ ”  Titan Sports, 8 7 0  F .2 d  a t 8 8  ( q u o tin g  

Zacchini, 4 3 3  U .S . a t 58 1 P o w e ll, J ., d is s e n tin g ) .  T h e  R e tir e d  P la y e r s  p e r v a s iv e ly  

a lle g e  th e  N F L ’ s  u s e  o f  th e ir  id e n titie s  th r o u g h  a d v e r tis in g , p r o m o tio n a l, a n d  

c o m m e r c ia l s p e e c h . A m  C o m p l., ¶ ¶ 1-4 , 18 - 2 4 , 2 6 , 3 1-3 6 , 4 2 , 7 0 - 7 7 , 7 9 - 8 0 .  W ith  

th e s e  a lle g a tio n s , d is m is s a l o n  F ir s t A m e n d m e n t g r o u n d s  is  im p o s s ib le . 

T h e  N F L  h a s  tr ie d  its  F ir s t A m e n d m e n t d e f e n s e  b e f o r e , a n d  f a ile d .  I n  

Facenda, th e  N F L  f a c e d  a  la w s u it f o r  u s in g  th e  id e n tity  o f  le g e n d a r y  a n n o u n c e r  

J o h n  F a c e n d a  in  a  d o c u m e n ta r y - s ty le  in f o m e r c ia l r e g a r d in g  th e  c u ltu r a l 

p h e n o m e n o n  Madden N F L  v id e o  g a m e . 54 2  F .3 d  a t 10 17 .  T h e  f u ll- le n g th  

p r o g r a m  a ir e d  o n  th e  N F L  N e tw o r k  in  a  r e g u la r  p r o g r a m m in g  tim e  s lo t. Id. a t 
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10 12 .  L ik e  c la s s ic  N F L  F ilm s  p r o d u c tio n s , it in c lu d e d  “ in te r v ie w s  w ith  N F L  

p la y e r s , th e  g a m e ’ s  p r o d u c e r s , a n d  o th e r s ”  a n d  s p o k e  o n ly  in  a  p o s itiv e  r e g a r d , 

n e v e r  c r itic iz in g  th e  g a m e . Id.  A s  in  th e  p r e s e n t c a s e , th e  N F L  a r g u e d  th e  f ilm  

w a s  “ e x p r e s s iv e ”  a n d  a  “ d o c u m e n ta r y  e x p la in in g  h o w  th e  v id e o  g a m e  w a s  m a d e  

a n d  d e p ic tin g  th e  p h e n o m e n o n  o f  th e  g a m e ’ s  p o p u la r ity .”  Id. a t 10 16.  T h e  N F L  

a r g u e d  th a t “ e v e n  if  th e  f ilm  h a s  p r o m o tio n a l a s p e c ts …  th e y  a r e  ‘ in e x tr ic a b ly  

in te r tw in e d ’  w ith  th e  a r tis tic  a n d  in f o r m a tio n a l e le m e n ts , m e a n in g  th a t [ th e  c o u r t] 

m u s t tr e a t th e  p r o g r a m  a s  f u lly  p r o te c te d  s p e e c h .’ ”  Id. a t 10 16-17  ( q u o tin g  Riley v. 

Nat’l Fed’n of the Blind of N.C., Inc., 4 8 7  U .S . 7 8 1, 7 9 6 (19 8 8 ) ) .  T h e  T h ir d  

C ir c u it d is a g r e e d , c o n c lu d in g  th e  p r o g r a m  w a s  “ c o m m e r c ia l s p e e c h ” . Id. a t 10 17  

( u s in g  s a m e  th r e e - f a c to r  te s t f o r  “ c o m m e r c ia l s p e e c h ”  u s e d  in  E ig h t C ir c u it) .  

B e c a u s e  th e  f a c ts  o f  Facenda m ir r o r  th e  p r e s e n t a c tio n  e x a c tly , th e  s a m e  r e s u lt is  

w a r r a n te d  h e r e . 

2 . Dismissal Is Impossible Because the Retired Players Properly Allege 

the NFL’s Use of their Identities is Commercial Speech. 

 

W h e th e r  th e  N F L ’ s  u s e s  o f  r e tir e d  p la y e r s ’  id e n titie s  a r e  c o m m e r c ia l 

s p e e c h  r e lie s  o n  a  f a c t- in te n s iv e  te s t th a t c a n n o t b e  r e s o lv e d  a t th e  p le a d in g s  s ta g e . 

See Facenda, 5 4 2  F .3 d  a t 10 16-18  ( a s s e s s in g  “ c o m m e r c ia l s p e e c h ”  a t s u m m a r y  

ju d g m e n t s ta g e  w ith  f a c ts  d e r iv e d  f r o m  d is c o v e r y ) ;  see also T itan Sports, 

Inc., 8 7 0  F .2 d  a t 8 8 - 8 9  ( “ c o m m e r c ia l s p e e c h ”  c a n n o t b e  r e s o lv e d  a t s u m m a r y  

ju d g m e n t b e c a u s e  q u e s tio n  o f  f a c t “ w h e th e r  w h a te v e r  p u b lic  in te r e s t a s p e c t m ig h t 

b e  in v o lv e d  “ is  m e r e ly  in c id e n ta l to  [ th e  d is tr ib u to r s ’ ]  c o m m e r c ia l p u r p o s e .” ) .  
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T h is  is  p a r tic u la r ly  tr u e  in  th e  p r e s e n t c a s e , w h e r e  th e  N F L  h a s  p r o v id e d  th e  C o u r t 

w ith  n u m e r o u s  N F L  F ilm s  a s  e v id e n c e  o f  th e ir  s u p p o s e d ly  “ e x p r e s s iv e ”  c o n te n t. 

See C o n n o lly  D e c l. E x s . 12 - 2 5  ( D o c k e t #  16 -12  -  16 - 2 5 ) .  T h e  C o u r t m u s t r e je c t 

th e  N F L ’ s  ipso facto a s s e r tio n  th a t th e s e  D V D s  a r e  “ e x p r e s s iv e .”  See D e f . B r . a t 

15  ( “ w h e n  th e  C o u r t r e v ie w s  th e  s p e c if ic  N F L  F ilm s  p r o d u c tio n s  …  it w ill s e e  

th e y  a ll c o n ta in …  e x p r e s s iv e  s p e e c h  a b o u t a th le tic  p e r f o r m a n c e s … ” ) .   A s  th e  

N F L  is  a w a r e , th e  R e tir e d  P la y e r s ’  a lle g a tio n s  m u s t b e  ta k e n  a s  tr u e , a n d  th e y  

p r o p e r ly  a lle g e  th e  c o m m u n ic a tio n s  a t is s u e  a r e  c o m m e r c ia l s p e e c h . A m . C o m p l., 

¶ ¶ 1-4 , 18 - 2 4 , 2 6 , 3 1-3 6 , 4 2 , 70 -77, 79 - 8 0 . 

T h e  E ig h th  C ir c u it a p p lie s  th e  s a m e  te s t u s e d  in  Facenda to  d e te r m in e  

w h e th e r  s p e e c h  is  “ c o m m e r c ia l s p e e c h .”  T h u s , “ [ t] h r e e  f a c to r s  g o v e r n  w h e th e r  

s p e e c h  is  c o m m e r c ia l: ( i)  w h e th e r  th e  c o m m u n ic a tio n  is  a n  a d v e r tis e m e n t, ( ii)  

w h e th e r  it r e f e r s  to  a  s p e c if ic  p r o d u c t o r  s e r v ic e , a n d  ( iii)  w h e th e r  th e  s p e a k e r  h a s  

a n  e c o n o m ic  m o tiv a tio n  f o r  th e  s p e e c h .”  Porous Media Corp. v. Pall Corp., 173  

F .3 d  110 9 , 112 0  ( 8 th  C ir . 19 9 9 )  ( c itin g  Bolger v. Youngs Drug Prods. Corp., 4 6 3  

U .S . 6 0 , 6 6 - 6 7 (19 8 3 ) ) ; see also Facenda, 5 4 2  F .3 d  a t 10 17 ( a p p ly in g  s a m e ) .  A s  

th e  f o llo w in g  m a k e s  c le a r , th e  R e tir e d  P la y e r s  a lle g e  f a c ts  s a tis f y in g  e a c h  o f  th e s e  

in q u ir ie s .   

a .  The Retired Players Properly Allege the NFL Used their 

Identities in “Advertisements.” 

 

T h e  f ir s t f a c to r  in  d e te r m in in g  “ c o m m e r c ia l s p e e c h ”  is  w h e th e r  th e  s p e e c h  

is  a n  “ a d v e r tis e m e n t.”  Porous Media Corp., 173  F .3 d  a t 112 0 ; see also Facenda, 
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5 42  F .3 d  a t 10 17 .  A s  in  Facenda, th e  p r o d u c tio n s  in  th e  p r e s e n t c a s e  a r e  “ n o t 

tr a d itio n a l 3 0 -  o r  6 0 - s e c o n d  te le v is io n  a d v e r tis e m e n ts ”  b u t d o c u m e n ta r y - s ty le  

“ in f o m e r c ia ls .”  5 42  F .3 d  a t 10 17 ; A m . C o m p l., ¶ ¶ 7 6 - 7 7 .  “ L ik e  a n  in f o m e r c ia l, th e  

p r o g r a m [ s ]  f o c u [ s ]  o n  o n e  p r o d u c t, e x p la in in g  b o th  h o w  it w o r k s  a n d  th e  s o u r c e  o f  

its  in n o v a tio n s , a ll in  a  p o s itiv e  to n e .”  Id.  A s  in  F a c e n d a , th e  p r o d u c tio n s  p o r tr a y  

th e  N F L  in  o n ly  a  p o s itiv e  lig h t a n d  c o n ta in  n o  c r itic is m s  o f  a n y  k in d , u n lik e  

s ta n d a r d  n e w s  a c c o u n ts . Id.  “ T h is  b e lie s  a n y  a r g u m e n t th a t th e  p r o g r a m  h a s  a  

d o c u m e n ta r y  p u r p o s e .”  5 42  F .3 d  a t 10 18.   

O n e  n e e d  lo o k  n o  f u r th e r  th a n  th e  “ F a b u lo u s  5 0 ’ s ”  p r o d u c tio n  a p p e n d e d  to  

th e  N F L ’ s  m o tio n . See C o n n o lly  D e c l. E x . 12  ( D o c k e t # 16 -12 ) .  T h e  p r o d u c tio n  

n e v e r  p r e s e n ts  th e  d is a s tr o u s  B a ltim o r e  C o lts  o f  th e  m id -19 5 0 ’ s  n e g a tiv e ly  a s  a  

te r r ib le  te a m , w h ic h  th e y  w e r e , b u t o n ly  p o s itiv e ly , a s  a  ju b ila n t g a n g  o f  c o lo rf u l 

c h a r a c te r s . See id; Facenda, 5 42  F .3 d  a t 10 12 , 10 18.  W ith  e x p e r t a n d  o th e r  

e v id e n c e , a  f in d e r  o f  f a c t c o u ld  w e ll d e te r m in e  th e  “ F a b u lo u s  5 0 ’ s ”  p r o d u c tio n  h a s  

n o  in te r e s t in  r e p o r tin g  th e  f a c ts  o f  h is to r y , b u t o n ly  in  a d v e r tis in g  th e  N F L  a s  a n  

e n te r ta in m e n t p r o d u c t.
4
 Id.  F u r th e r , a lth o u g h  th is  p r o d u c tio n  d e s c r ib e s  th e  

�����������������������������������������������������������
4
 A  f in d e r  o f  f a c t c o u ld  e a s ily  d e te r m in e  th e  e v id e n tia r y  e x h ib its  p r o d u c e d  b y  th e  

N F L  a r e  a d v e r tis e m e n ts  k n o w n  a s  “ d o c u m e r c ia ls .”  See Facenda, 5 42  F .3 d  a t 10 17  

( d o c u m e n ta r y - s ty le  in f o m e r c ia ls  a r e  “ a d v e r tis e m e n ts ” ) .  T h e  a d v e r tis in g  in d u s tr y  

d e f in e s  a  “ d o c u m e r c ia l”  a s :  

 

[ A ] n  in f o m e r c ia l p r o g r a m m in g  f o r m a t th a t u tiliz e s  p r o d u c tio n  a n d  

c r e a tiv e  te c h n iq u e s  o r ig in a lly  u s e d  in  tr a d itio n a l d o c u m e n ta r ie s .  

T h is  in c lu d e s  a n  o n - c a m e r a  s p o k e s p e r s o n , m u ltip le  lo c a tio n  

s h o o tin g , in te r v ie w s  w h ic h  a r e  liv e  o r  ta p e d , v o ic e - o v e r  n a r r a tio n , 

a n d  r e a l p e o p le  f e a tu r e s  w h ic h  a r e  e d ite d  in to  a  c o n tin u o u s ly  f lo w in g  
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p la y e r s ’  c o lo r f u l o f f - th e - f ie ld  liv e s  w ith  p o s itiv e  c h e e r , it is  d o u b tf u l th e  N F L  w ill 

e v e r  s a n c tio n  a n  N F L  F ilm s  p r o d u c tio n  d o c u m e n tin g  N F L  q u a r te r b a c k  M ic h a e l 

V ic k ’ s  c o n v ic tio n  o n  d o g  f ig h tin g  c h a r g e s , o r  O .J . S im p s o n ’ s  m u r d e r  tr ia l.  N o r  

a r e  w e  lik e ly  to  s e e  a n  N F L  F ilm s  p r o d u c tio n  d o c u m e n tin g  th e  p h y s ic a l, m e n ta l, 

a n d  f in a n c ia l d e c lin e  o f  r e tir e d  N F L  f o o tb a ll p la y e r s . See A m . C o m p l., ¶ 5 4 . 

T h e  R e tir e d  P la y e r s  p la in ly  a lle g e  th a t N F L  F ilm s  a r e  a d v e r tis e m e n ts . See, 

e.g., A m . C o m p l., ¶ ¶ 7 0 - 7 7 .  T h e  f ir s t f a c to r  f o r  “ c o m m e r c ia l s p e e c h ”  is  

e s ta b lis h e d . 

b . The Retired Players Properly Allege Reference to a “Specific 

Product or Service.” 

 

T h e  s e c o n d  f a c to r  f o r  f in d in g  c o m m e r c ia l s p e e c h  is  “ w h e th e r  it r e f e r s  to  a  

s p e c if ic  p r o d u c t o r  s e r v ic e .”  Porous Media Corp., 17 3  F .3 d  a t 112 0 ; see also 

Facenda, 5 4 2  F .3 d  a t 10 17 .  I n  Facenda, th e  T h ir d  C ir c u it f o u n d  th is  “ e a s ily  

s a tis f ie d ”  b y  th e  s im p le  f a c t th e  p r o d u c tio n  h a d  o n ly  o n e  s u b je c t, th e  Madden 

g a m e , w h o s e  h is to r y  th e  p r o g r a m  d o c u m e n te d . Facenda, 5 4 2  F .3 d  a t 10 17 .   T h e  

�����������������������������������������������������������������������������������������������������������������������������������������������������������������������������

h a lf - h o u r .   T h e  f o r m a t, w h ic h  is  b a s e d  o n  a c tu a lity , m ir r o r s  th a t o f  

te le v is io n  n e w s  s h o w s  lik e  ‘ 2 0 /2 0 ’  o r  ‘ 6 0  M in u te s ’ , a n d  th e r e  a r e  n o t 

e le m e n ts  o f  f ic tio n  p r e s e n te d  in  th is  f o r m a t u n le s s  s p e c if ie d  a s  

‘ d r a m a tiz a tio n s ’ .   

 

h ttp ://w w w .in f o m e r c ia l- p r o d u c tio n .n e t/in f o m e r c ia l- p r o d u c tio n - g lo s s a r y .h tm # to p .  

W ith o u t r e le v a n t e x p e r t a n d  o th e r  e v id e n c e  r e g a r d in g  a d v e r tis in g  m e th o d s  a n d  

p r o d u c tio n  s ta n d a r d s , a n d  th e ir  a p p lic a tio n  to  N F L  F ilm s , it is  im p o s s ib le  to  

r e s o lv e  th e  p a r tie s ’  d is p u te  w h e th e r  N F L  F ilm s  a r e  “ in f o m e r c ia ls ”  ( A m  C o m p l. 

¶ ¶ 2 4 , 7 7 )  o r  s o le ly  “ e x p r e s s iv e  s p e e c h  a b o u t a th le tic  p e r f o r m a n c e s .”  ( D e f . B r . a t 

15 ) .  
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p r o g r a m  p r o v id e d  n o  o th e r  d is c u s s io n  o r  c o n te x t, a n d  d id  n o t r e f e r  to  a n y  o th e r  

g a m e s  e x c e p t h is to r ic a l v e r s io n s  o f  th e  Madden g a m e . Id.   

T h e  R e tir e d  P la y e r s  a ls o  a lle g e  th e  N F L  F ilm s  p r o d u c tio n s  f o c u s  o n  a  

s in g le  p r o d u c t, th e  N F L , a s  a  s p e c if ic , c o n s u m a b le  e n te r ta in m e n t p r o d u c t. A m . 

C o m p l., ¶ ¶ 7 0- 7 7 .  T h e y  a ls o  a lle g e  th e  N F L ’ s  u s e  o f  th e ir  id e n titie s  to  s e ll 

in d iv id u a l v id e o  p r o d u c ts . A m . C o m p l., ¶ ¶ 4 , 29 - 3 2.  W ith  th e  f o r m e r , th e  D V D s  

p r o d u c e d  b y  th e  N F L  p la in ly  d is c u s s  th e  N F L  o n ly , a s  a n  e x c itin g , in n o v a tiv e , 

p r o d u c t. Id., ¶ ¶ 20, 21 , 24 .  W ith  th e  la tte r , th e  a d v e r tis e m e n ts  a n d  s a le s  

d e s c r ip tio n s  u s in g  th e  R e tir e d  P la y e r s ’  n a m e s  r e f e r  o n ly  to  th e  p r o d u c t th e y  a r e  

d e s c r ib in g . Id., ¶ ¶ 4 , 29 - 3 2. 

T h e  N F L  a tte m p ts  to  d is tin g u is h  Facenda b y  c la im in g  it in v o lv e d  “ a  

s e p a r a te  p r o d u c t”  f r o m  th e  N F L  its e lf . D e f . B r . a t 1 3 .  T h is  d is tin c tio n  f a ils  

im m e d ia te ly .  T h e  Facenda c o u r t e x p r e s s ly  n o te d  th e  s u p p o s e d ly  s e p a r a te  p r o d u c t 

th e r e  p r o v id e d  a  “ g e n e r a l p r o m o tio n  o f  N F L - b r a n d e d  f o o tb a ll” , w h ic h  w e ig h e d  in  

f a v o r  o f  d e n y in g  th e  F ir s t A m e n d m e n t d e f e n s e . Facenda, 5 4 2 F .3 d  a t 1 01 7 - 1 8 .  

F u r th e r , r e q u ir in g  a  “ s e p a r a te  p r o d u c t”  d is tin c tio n  r u n s  h e a d lo n g  in to  Ventura.  I n  

Ventura, th e  p la in tif f  w a s  a  p r o f e s s io n a l w r e s tle r  a n d  a n n o u n c e r , a n d  la te r  b r o u g h t 

a n  a c tio n  f o r  th e  W W F ’ s  s a le s  o f  v id e o ta p e s  a b o u t professional wrestling. 6 5  F .3 d  

a t 7 27 -28 .  T h e  E ig h th  C ir c u it a g r e e d  th a t th e  W W F ’ s  u n a u th o r iz e d  u s e s  v io la te d  

th e  w r e s tle r ’ s  r ig h t o f  p u b lic ity  b e c a u s e  th e y  w e r e  o u ts id e  o f  h is  c o n tr a c t. Id. a t 

7 3 0-3 1 . 
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T h e  R e tir e d  P la y e r s  h a v e  p la in ly  a lle g e d  th e  c o m m u n ic a tio n s  in  th is  c a s e  

r e f e r  to  a  s p e c if ic  p r o d u c t o r  s e r v ic e . A m . C o m p l. ¶ ¶ 4 , 20 -21, 24 , 29 - 3 2, 7 0 - 7 7 .  

T h e  s e c o n d  f a c to r  f o r  “ c o m m e r c ia l s p e e c h ”  is  e s ta b lis h e d . 

c . The Retired Players Properly Allege the NFL’s Economic 

Motivation. 

 

 T h e  R e tir e d  P la y e r s ’  a lle g a tio n s  s a tis f y  th e  th ir d  f a c to r  f o r  “ c o m m e r c ia l 

s p e e c h ,”  “ w h e th e r  th e  s p e a k e r  h a s  a n  e c o n o m ic  m o tiv a tio n  f o r  th e  s p e e c h .”  

Porous Media Corp., 17 3  F .3 d  a t 1120 ; Facenda, 5 4 2 F .3 d  a t 10 17 .   

 I n  Facenda, th e  c o u r t c o n f ir m e d  th e  N F L ’ s  e c o n o m ic  m o tiv a tio n  d ir e c tly  

b y  its  r e c e ip t o f  lic e n s in g  f e e s  a s s o c ia te d  w ith  th e  v id e o  g a m e  p r o m o te d  b y  its  

in f o m e r c ia l. 5 4 2 F .3 d  a t 10 17 -18 .  T h e  T h ir d  C ir c u it f o u n d  in d ir e c t e c o n o m ic  

m o tiv a tio n  f r o m  th e  g a m e ’ s  “ g e n e r a l p r o m o tio n  o f  N F L - b r a n d e d  f o o tb a ll.”  Id.   

T h e  R e tir e d  P la y e r s  p e r v a s iv e ly  a lle g e  th e  N F L ’ s  e c o n o m ic  m o tiv a tio n , 

in c lu d in g : (1) p a y m e n ts  f o r  lic e n s in g  a n d  o th e r  r e v e n u e s  g e n e r a te d  b y  

b r o a d c a s tin g  N F L  F ilm s  ( A m . C o m p l., ¶ 26 ) ; (2) r e v e n u e s  f r o m  s e llin g  N F L  F ilm s  

p r o d u c tio n s  o n  v id e o  (Id., ¶ ¶ 28 -29 ) ; a n d  ( 3 )  th e  d r a m a tic  b r a n d  a n d  a s s o c ia te d  

r e v e n u e s  r e a liz e d  b y  th e  p r o m o tio n  o f  N F L - b r a n d e d  f o o tb a ll. (Id., passim) .  

I n d e e d , th e  N F L ’ s  e c o n o m ic  m o tiv e s  in  u s in g  r e tir e d  p la y e r s ’  id e n titie s  a r e  o p e n  

a n d  o b v io u s .  F o llo w in g  20 0 8  C o n g r e s s io n a l h e a r in g s  o n  th e  N F L ’ s  m is tr e a tm e n t 

o f  r e tir e d  p la y e r s , C o n g r e s s w o m a n  L in d a  S a n c h e z  o f  C a lif o r n ia  c o m m e n te d :   

[ H ] a lf  o f  a ll p la y e r s  r e tir e  b e c a u s e  o f  in ju r y , s ix ty  p e r c e n t o f  p la y e r s  

s u f f e r  a  c o n c u s s io n , a t le a s t o n e  q u a r te r  o f  p la y e r s  s u f f e r  m u ltip le  

c o n c u s s io n s  a n d  n e a r ly  tw o - th ir d s  s u f f e r  a n  in ju r y  s e r io u s  e n o u g h  to  

s id e lin e  th e m  f o r  a t le a s t h a lf  o f  a  f o o tb a ll s e a s o n .”   S h e  a ls o  f o u n d , 
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“ T h e  e v id e n c e  s u g g e s ts  th a t th e  v a s t m a jo r ity  o f  [ r e tir e d ]  p la y e r s  

n e e d in g  [ h e a lth ]  b e n e f its  d o  n o t r e c e iv e  th e m .  W h a t is  e v e n  m o r e  

tr o u b lin g  is  th a t through projects such as NFL Films, the NFL 

continues to profit off those very same players w h o  a r e  d e n ie d  

b e n e f its . 

 

A m . C o m p l., ¶ ¶ 3 8 - 3 9 .   

T h e  A m e n d e d  C o m p la in t p la in ly  a lle g e s  th e  N F L ’ s  e c o n o m ic  m o tiv e s . See, 

e.g., A m . C o m p l., ¶ ¶ 4 , 20 , 21 , 24 , 29 - 3 2, 7 0 - 7 7 .  T h e  th ir d  f a c to r  f o r  “ c o m m e r c ia l 

s p e e c h ”  is  e s ta b lis h e d .  B e c a u s e  th e  R e tir e d  P la y e r s ’  a lle g a tio n s  s a tis f y  a ll th r e e  

f a c to r s , th e y  h a v e  v a lid ly  a lle g e d  th e  N F L ’ s  c o m m e r c ia l s p e e c h  a n d  its  F ir s t 

A m e n d m e n t d e f e n s e  c a n n o t m e r it d is m is s a l. Facenda, 5 4 2 F .3 d  a t 1 0 1 8 .  T h e  

C o u r t s h o u ld  d e n y  th e  N F L ’ s  m o tio n .  

C. The Interest of Recognizing Retired NFL Players’ Rights in 

Their Identities Strongly Outweighs Any Interest in Allowing 

the NFL’s to Continue Profiting On the Players’ Identities 

Without Permission. 

 

 A llo w in g  r e tir e d  N F L  p la y e r s  a  r ig h t in  th e ir  id e n titie s  d r a m a tic a lly  

o u tw e ig h s  a n y  in te r e s t in  a llo w in g  th e  N F L  to  c o n tin u e  p r o f itin g  o n  th e m .  H e r e , 

th e  N F L  p r o p o s e s  e x p a n d in g  th e  E ig h th  C ir c u it’ s  d e c is io n  r e g a r d in g  a c tiv e  

b a s e b a ll p la y e r s  in  C.B.C. Distribution to  c o v e r  th e  r e tir e d  N F L  f o o tb a ll p la y e r s . 

D e f . B r . a t 1 4 - 1 6 .  G iv e n  th e  d ir e  a n d  d e g e n e r a tin g  c o n d itio n  o f  r e tir e d  f o o tb a ll 

p la y e r s , w h ic h  h a s  b e e n  m a d e  k n o w n  to  th e  N F L  b y  C o n g r e s s  a n d  th e  m e d ic a l 

c o m m u n ity , its  p r o p o s a l b o r d e r s  u p o n  g h o u lis h n e s s .  

I n  C.B.C. Distribution, th e  E ig h th  C ir c u it d e te r m in e d  th e r e  w a s  little  to  b e  

g a in e d  b y  a llo w in g  a c tiv e  b a s e b a ll p la y e r s ’  r ig h ts  in  p u b lic ly - a v a ila b le  
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in f o r m a tio n  to  o u tw e ig h  th e  d e f e n d a n t’ s  u s e  o f  in f o r m a tio n  “ th a t is  a v a ila b le  to  

e v e r y o n e .”  50 5 F .3d  a t 8 23-24 .  T h e  c o u r t n o te d  th e r e  w e r e  little  e c o n o m ic  

in te r e s ts  to  p r o te c t b e c a u s e , “ m a jo r  le a g u e  b a s e b a ll p la y e r s  a r e  r e w a r d e d , a n d  

h a n d s o m e ly , to o , f o r  th e ir  p a r tic ip a tio n  in  g a m e s  a n d  c a n  e a r n  a d d itio n a l la r g e  

s u m s  f r o m  e n d o r s e m e n ts  a n d  s p o n s o r s h ip  a r r a n g e m e n ts .”  
5
 Id. a t 24 .  T h e  c o u r t 

a ls o  f o u n d  little  n o n - e c o n o m ic  in te r e s t in  p r o te c tin g  a c tiv e  b a s e b a ll p la y e r s , n o tin g  

th e  o n ly  e m o tio n a l h a r m  to  c o m e  f r o m  u s in g  p u b lic ly - a v a ila b le  s ta tis tic s  w o u ld  

c o m e  if  th e  p la y e r  p la y e d  p o o r ly , “ in  w h ic h  c a s e  m e d ia  c o v e r a g e  w o u ld  c a u s e  th e  

s a m e  h a r m .”  Id. 

T h e  in te r e s ts  a n a ly z e d  in  C.B.C. Distribution c o u ld  n o t b e  m o r e  

in a p p lic a b le  h e r e .  R e tir e d  N F L  f o o tb a ll p la y e r s  a r e  n o t “ h a n d s o m e ly ”  p a id  a c tiv e  

p la y e r s . A m . C o m p l., ¶ ¶ 3, 54 .  T h e  o v e r w h e lm in g  m a jo r ity  p la y e d  lo n g  b e f o r e  th e  

e r a  o f  m illio n - d o lla r  c o n tr a c ts  a n d  a r e  s tr u g g lin g  f in a n c ia lly , o f te n  b e c a u s e  o f  th e  

s e v e r e  p h y s ic a l d is a b ilitie s  th e y  in c u r r e d  w h ile  p la y in g  f o o tb a ll f o r th e  N F L . Id.  

N o r  d o  r e tir e d  N F L  p la y e r s  b e n e f it f r o m  th e  e n d o r s e m e n ts , s p o n s o r s h ip s  a n d  o th e r  

o p p o r tu n itie s  f o r  a c tiv e  p la y e r s .  T h e  N F L  a f f ir m a tiv e ly  b a n s  its  r e tir e d  p la y e r s  

f r o m  u s in g  th e ir  id e n titie s  a s  p la y e r s  to  m a r k e t th e m s e lv e s  u n le s s  th e y  p a y  s te e p  

f e e s . A m . C o m p l., ¶ ¶ 2, 4 6 - 4 8 .  T h u s , r e tir e d  p la y e r s  a r e  n e v e r  a llo w e d  to  u s e  th e ir  

�����������������������������������������������������������
5
 T h e  C.B.C. Distribution c o u r t w e n t o n  to  n o te  th e r e  w a s  n o  “ e n d o r s e m e n t”  to  

c o n s id e r  b e c a u s e  a ll a c tiv e  p la y e r s , b y  d e f in itio n , a r e  in c lu d e d  in  f a n ta s y  b a s e b a ll 

s o  th e r e  c o u ld  b e  n o  r e a l a s s e r tio n  th a t a n y  o n e  p la y e r  a p p e a r e d  to  p e r s o n a lly  

e n d o r s e  th e  g a m e . 50 5 F .3d  a t 8 24 .  T h is  is  o p p o s ite  o f  th e  p r e s e n t c a s e , w e r e  th e  

N F L  c a r e f u lly  s e le c ts  r e tir e d  p la y e r  id e n titie s  f o r  in c lu s io n  in  s p e c if ic  v id e o s  to  

m a x im iz e  th e  p r o m o tio n a l im p a c t, a n d  u s e s  s p e c if ic  p la y e r  n a m e s  to  s e ll its  

p r o d u c tio n s  to  th e  p u b lic . A m . C o m p l., ¶ ¶ 4 , 29 -32, 35-36 , 7 0 - 7 7 . 
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o w n  h is to r y  a s  a n  N F L  p la y e r  to  m a r k e t th e m s e lv e s . Id.  A t th e  s a m e  tim e , th e  

N F L  u s e s  th e s e  v e r y  s a m e  id e n titie s  to  p r o m o te  its e lf  a n d  m a k e  m illio n s . A m . 

C o m p l. ¶ ¶ 2, 3 9 , 48 - 5 4.  T h is  u n b e lie v a b le  s c e n a r io  is  e v e n  m o r e  u n b e lie v a b le  

c o n s id e r in g  th e  f a c t th a t, a s  a  m a tte r  o f  b u s in e s s , th e  N F L  w o u ld  n e v e r  h a v e  g r o w n  

to  its  c u r r e n t p r o f ita b ility  a n d  w o r th  h a d  th e  r e tir e d  p la y e r s  n o t p la y e d  f o r  s o  little  

m o n e y . A m . C o m p l. ¶ ¶ 3 , 5 3 - 5 4.  I n  s h a r p  c o n tr a s t to  th e  in te r e s ts  a n a ly z e d  in  

C.B.C. Distribution, th e r e  is  little  o r  n o  e c o n o m ic  in te r e s t in  p r o te c tin g  th e  N F L ’ s  

a b ility  to  c o n tin u e  e x p lo itin g  r e tir e d  p la y e r s ’  id e n titie s . See Doe v. TCI 

Cablevision, 1 1 0  S .W .3 d  3 6 3 , 3 7 2 ( M o . 20 0 3 )  ( “ [ t] h e  r a tio n a le  f o r p r o te c tin g  th e  

r ig h t o f  p u b lic ity  is  th e  s tr a ig h tf o r w a r d  o n e  o f  p r e v e n tin g  u n ju s t e n r ic h m e n t b y  th e  

th e f t o f  g o o d w ill.  N o  s o c ia l p u r p o s e  is  s e r v e d  b y  h a v in g  th e  d e f e n d a n t g e t f r e e  

s o m e  a s p e c t o f  th e  p la in tif f  th a t w o u ld  h a v e  m a r k e t v a lu e  a n d  f o r  w h ic h  h e  w o u ld  

n o r m a lly  p a y .”  ( q u o tin g  Zacchini., 43 3  U .S . a t 5 7 6 ) ) . 

F o r  th e  s a m e  r e a s o n s , th e r e  a r e  s u b s ta n tia l n o n - m o n e ta r y  in te r e s ts  w o r th  

p r o te c tin g  in  th e  p r e s e n t c a s e .  R e le v a n t in te r e s ts  in c lu d e  s u c h  th in g s  a s  

“ p r o te c tin g  n a tu r a l r ig h ts , r e w a r d in g  c e le b r ity  la b o r s , a n d  a v o id in g  e m o tio n a l 

h a r m .”  C.B.C. Distribution, 5 0 5  F .3 d  a t 8 24.  U n lik e  th e  p la in tif f s  in  C.B.C. 

Distribution, r e tir e d  N F L  p la y e r s  a r e  in  a  s ta te  o f  d e te r io r a tio n  to  s u c h  a  d e g r e e  

th a t C o n g r e s s  h a s  c o m m e n c e d  a n  in v e s tig a tio n  in to  th e  N F L ’ s  m is tr e a tm e n t o f  

th e m . A m . C o m p l., ¶ ¶ 3 8 - 3 9 .  T h is  tr e a tm e n t a p p e a r s  s o  h o r r if ic  th a t w h ile  th is  

a c tio n  h a s  b e e n  p e n d in g , C o n g r e s s w o m a n  M a x in e  W a te r s  o f  C a lif o r n ia , h e r  

h u s b a n d  a  r e tir e d  N F L  p la y e r , th r e a te n e d  to  s e e k  r e v o c a tio n  o f  th e  le a g u e ’ s  
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a n titr u s t e x e m p tio n . A s s o c ia te d  P r e s s : G o o d e ll D e f e n d s  N F L  to  C o n g r e s s  A b o u t 

C o n c u s s io n s  available at: h ttp ://w a te r s .h o u s e .g o v /N e w s /D o c u m e n tS in g le .a s p x ?  

D o c u m e n tI D = 1 51 9 29 .   

S u b s ta n tia l e c o n o m ic  a n d  n o n - e c o n o m ic  in te r e s ts  s u p p o r t a llo w in g  r e tir e d  

N F L  p la y e r s  to  b e n e f it f r o m  th e  c o m m e r c ia l v a lu e  o f  th e ir  id e n titie s .  T h e  N F L ’ s  

u n te n a b le  F ir s t A m e n d m e n t d e f e n s e  m u s t g iv e  w a y  to  th e s e  im p o r ta n t 

c o n s id e r a tio n s .  T h e  C o u r t s h o u ld  d e n y  th e  N F L ’ s  m o tio n . 

III. The Copyright Act Does Not Preempt Plaintiffs’ Claims Because the 

Retired Player’s Identities Are Not Within the Subject Matter of 

Copyright and Do Not Assert Rights Protected by the Copyright Act. 

 

T h e  C o p y r ig h t A c t, 1 7  U .S .C . §  3 0 1 , d o e s  n o t p r e e m p t th e  R e tir e d  P la y e r s ’  

r ig h t o f  p u b lic ity  c la im s  b e c a u s e  a  p e r s o n ’ s  id e n tity  o r  persona is  n e v e r  

c o p y r ig h ta b le  a n d  a  v io la tio n  o f  th o s e  r ig h ts  is  n o t e q u iv a le n t to  a n y th in g  w ith in  

th e  C o p y r ig h t A c t.  D e f e n d a n t’ s  c o p y r ig h t p r e e m p tio n  d e f e n s e  f a ils .   

A  tw o - p a r t te s t d e te r m in e s  w h e th e r  th e  r ig h ts  a  p la in tif f  a s s e r ts  u n d e r  a  

s ta te  la w  r ig h t o f  p u b lic ity  a r e  th e  ty p e  th e  C o p y r ig h t A c t s e e k s  to  p r e e m p t.  F ir s t, 

a  c o u r t m u s t d e te r m in e  w h e th e r  th e  r ig h ts  p la in tif f  a s s e r ts  a r e  w ith in  “ th e  s u b je c t 

m a tte r  o f  c o p y r ig h t.”  1 7  U .S .C . §  3 0 1 ; see, e.g., Toney v. L’Oreal USA, Inc., 4 0 6  

F .3 d  9 0 5, 9 0 9  ( 7 th  C ir . 20 0 4 ) ; Downing v. Abercrombie & Fitch, 26 5 F .3 d  9 9 4 , 

1 0 0 4  ( 9 th  C ir . 20 0 1 ) ; Heidi Ott A.G. v. Target Corp., 1 53  F . S u p p . 2d  1 0 55, 1 0 6 7  

( D . M in n . 20 0 1 ) .  I f  s o , th e  c o u r t a s s e s s e s  w h e th e r  th e  r ig h ts  a s s e r te d  a r e  

“ e q u iv a le n t to ”  th o s e  p r o te c te d  b y  th e  C o p y r ig h t A c t. Id.  I m p o r ta n tly , th e  tw o  
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p r o n g s  a r e  c o n ju n c tiv e ; if  e ith e r  o n e  f a ils , th e r e  is  n o  p r e e m p tio n . Id. T h e  N F L  

c a n n o t s a tis f y  e ith e r  p r o n g  o f  th is  a f f ir m a tiv e  d e f e n s e . 

A. The Retired Players’ Identities Are Not Within the Subject 

Matter of Copyright. 

 

T h e  N F L  f a ils  th e  f ir s t p r o n g  b e c a u s e  P la in tif f s  a s s e r t o n ly  r ig h ts  in  th e ir  

id e n titie s , n o t in  a n y  c o p y r ig h te d  w o r k .  “ C o p y r ig h t p r o te c tio n  s u b s is ts …  in  

o r ig in a l w o r k s  o f  a u th o r s h ip  f ix e d  in  a n y  ta n g ib le  m e d iu m  o f  e x p r e s s io n .”  1 7  

U .S .C . §  1 0 2(a ) .  A  p e r s o n ’ s  id e n tity  is  n e v e r  w ith in  th e  s u b je c t m a tte r  o f  

c o p y r ig h t. Toney, 4 0 6 F .3 d  a t 9 1 0 ; Facenda, 5 4 2 F .3 d  a t 1 0 27 -28 ; Laws v. Sony 

Music Entertainment, Inc., 4 4 8  F .3 d  1 1 3 4 , 1 1 4 1 - 4 2 ( 9 th  C ir . 20 0 6); Downing, 265  

F .3 d  a t 1 0 0 4 ; Brown v. Ames, 20 1  F .3 d  65 4 , 65 8  ( 5 th  C ir . 20 0 0 ) .  T h is  is  b e c a u s e , 

“ A  p e r s o n ’ s  lik e n e s s - h e r  p e r s o n a - is  n o t a u th o r e d  a n d  it is  n o t f ix e d .  T h e  f a c t th a t 

a n  im a g e  o f  th e  p e r s o n  m ig h t b e  f ix e d  in  a  c o p y r ig h ta b le  p h o to g r a p h  d o e s  n o t 

c h a n g e  th is .”  Toney, 4 0 6 F .3 d  a t 9 1 0 .  T h e  b a s ic  d is tin c tio n  is  th a t c la im s  b a s e d  o n  

id e n tity  r ig h ts , a s  o p p o s e d  to  c o p y r ig h t- lik e  r ig h ts , a r e  b a s e d  “ not [ o n ]  a  p a r tic u la r  

p ic tu r e  o r  p h o to g r a p h  o f  p la in tif f .  R a th e r , w h a t is  p r o te c te d  b y  th e  r ig h t o f  

p u b lic ity  is  th e  v e r y  id e n tity  o r  p e r s o n a  o f  th e  p la in tif f  a s  a  h u m a n  b e in g .”  Id. a t 

9 0 8  ( in te r n a l q u o ta tio n  m a r k s  a n d  c ita tio n  o m itte d )  ( e m p h a s is  in  o r ig in a l) .  T h u s :  

A  p h o to g r a p h  “ is  m e r e ly  o n e  c o p y r ig h ta b le  ‘ e x p r e s s io n ’  o f  th e  

u n d e r ly in g  ‘ w o r k ,’  w h ic h  is  th e  p la in tif f  a s  a  h u m a n  b e in g . T h e r e  is  

o n ly  o n e  u n d e r ly in g  ‘ p e r s o n a ’  o f  a  p e r s o n  p r o te c te d  b y  th e  r ig h t o f  

p u b lic ity .”  Id. I n  c o n tr a s t, “ [ t] h e r e  m a y  b e  d o z e n s  o r  h u n d r e d s  o f  

p h o to g r a p h s  w h ic h  f ix  c e r ta in  m o m e n ts  in  th a t p e r s o n 's  lif e . 

C o p y r ig h t in  e a c h  o f  th e s e  p h o to g r a p h s  m ig h t b e  s e p a r a te ly  o w n e d  

b y  d o z e n s  o r  h u n d r e d s  o f  p h o to g r a p h e r s .”   A  p e r s o n a , d e f in e d  in  th is  
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w a y , “ c a n  h a r d ly  b e  s a id  to  c o n s titu te  a  ‘ w r itin g ’  o f  a n  ‘ a u th o r ’  

w ith in  th e  m e a n in g  o f  th e  c o p y r ig h t c la u s e  o f  th e  C o n s titu tio n .”  

 

Id. a t 9 0 8 - 0 9  ( q u o tin g  Downing, 26 5  F .3 d  a t 1 0 0 3 - 0 4 ) .  T h e  N F L  a tte m p ts  to  

m u d d le  th in g s  b y  c itin g  o n ly  to  Baltimore Orioles, a n  o p in io n  th a t w a s  w id e ly  

p illo r ie d  a n d  u ltim a te ly  n a r r o w e d , b e c a u s e  o f  its  f a ilu r e  to  a d d r e s s  th is  d is tin c tio n . 

1 . Toney, not B a ltim o r e  O r io le s , Governs this Case. 

D e f e n d a n t’ s  n e a r ly - e x c lu s iv e  r e lia n c e  o n  Baltimore Orioles, Inc. v. Major 

League Baseball Players Ass’n, 8 0 5  F .2d  6 6 3  (7th  C ir . 1 9 8 6 ) , to  s u p p o r t th e  f ir s t 

p r o n g  o f  its  p r e e m p tio n  d e f e n s e  is  s e r io u s ly  m is p la c e d . D e f . B r . a t 1 6 -20 .  W h a t 

D e f e n d a n t d o e s  n o t te ll th e  C o u r t is  th a t n u m e r o u s  C ir c u it C o u r ts  o f  A p p e a l h a v e  

r e je c te d  Baltimore Orioles a n d  its  r e a d in g  o f  C o p y r ig h t A c t p r e e m p tio n  –  

in c lu d in g  th e  S e v e n th  C ir c u it, w h ic h  a u th o r e d  th e  d e c is io n .  See Toney, 4 0 6  F .3 d  

a t 9 1 0 - 1 1 ; Facenda, 5 4 2 F .3 d  a t 1 0 26 -28 ; Downing, 26 5  F .3 d  a t 1 0 0 3 - 0 5 ; Brown, 

20 1  F .3 d  a t 6 5 7-6 1 ; Landham v. Lewis Galoob Toys, Inc., 227 F .3 d  6 1 9 , 6 23  ( 6 th  

C ir . 20 0 0 ) ;  

F o llo w in g  c r itic is m  f r o m  its  s is te r  c ir c u it c o u r ts  a n d  c o m m e n ta to r s , th e  

S e v e n th  C ir c u it s u b s ta n tia lly  n a r r o w e d  Baltimore Orioles to  e x c lu d e  f r o m  th e  

p r e e m p tio n  h a m m e r  th e  ty p e s  o f  p u b lic ity  r ig h ts  a s s e r te d  b y  th e  R e tir e d  P la y e r s .  

See Toney, 4 0 6  F .3 d  a t 9 0 9 - 1 1 .  W h e r e  p la in tif f s  a s s e r t o n ly  r ig h ts  in  th e ir  

id e n titie s , a n d  n o t in  a n y  c o p y r ig h te d  w o r k , th e  c la im s  a r e  n o t p r e e m p te d . Id.    

T h e  S e v e n th  C ir c u it s p e c if ic a lly  e x c lu d e d  f r o m  p r e e m p tio n  a n y  c la im s  f o r  th e  

u n a u th o r iz e d  u s e  o f  o n e ’ s  id e n tity  f o r  a d v e r tis in g  p u r p o s e s , h o ld in g , “ Baltimore 
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Orioles its e lf  m a k e s  c le a r  th a t ‘ [ a ]  p la y e r ’ s  r ig h t o f  p u b lic ity  in  h is  n a m e  o r  

lik e n e s s  w o u ld  n o t b e  p r e e m p te d  if  a  c o m p a n y , w ith o u t th e  c o n s e n t o f  th e  p la y e r , 

u s e d  th e  p la y e r ’ s  n a m e  to  a d v e r tis e  its  p r o d u c t.’ ”  Id. ( q u o tin g  Baltimore Orioles, 

80 5  F .2d  a t 6 6 6 , n .24 ) ; see also Laws, 4 4 8 F .3 d  a t 1 1 4 1  ( d is tin g u is h in g  p r e e m p te d  

c la im s  f r o m  c la im s  w h e r e  p la in tif f ’ s  im a g e  “ u s e d  in  a d v e r tis in g ” ) ; a t 1 1 4 2 

( “ [ d e f e n d a n t]  d id  n o t u s e  [ p la in tif f ’ s ]  im a g e , n a m e , o r  th e  v o ic e  r e c o r d in g  in  a n y  

p r o m o tio n a l m a te r ia ls .” ) ; contra A m . C o m p l. ¶ ¶ 1 - 4 , 1 8-24 , 26 , 3 1 - 3 6 , 4 2, 7 0 - 7 7 , 

7 9 -80  ( R e tir e d  P la y e r s ’  id e n titie s  u s e d  f o r  a d v e r tis in g  a n d  p r o m o tio n ) . 

N u m e r o u s  o th e r  c o u r ts , m a n y  in  d ir e c t r e s p o n s e  to  th e  n o w - e v is c e r a te d  

Baltimore Orioles d e c is io n , h a v e  a c k n o w le d g e d  th e  d is tin c tio n  b e tw e e n  id e n tity  

r ig h ts  a n d  c o p y r ig h t- lik e  r ig h ts .  A s  th e  f o llo w in g  m a k e s  c le a r , th e  C o p y r ig h t A c t 

c a n n o t p r e e m p t P la in tif f s ’  r ig h t o f  p u b lic ity  c la im s . 

2. Preemption Fails Where a Plaintiff Asserts Identity Rights Only. 

 

Toney illu s tr a te s  th e  c le a r  r u le  f o r  d e te r m in in g  w h e n  th e  C o p y r ig h t A c t 

p r e e m p ts  a  r ig h t o f  p u b lic ity  c la im .  T h e  r u le  is  s im p le : if  a  p la in tif f  s e e k s  r e d r e s s  

f o r  th e  u n a u th o r iz e d  u s e  o f  h e r id e n tity , r e g a r d le s s  o f  w h e th e r  th e  u s e  in v o lv e s  a  

c o p y r ig h te d  w o r k , th e  c la im s  a r e  n o t p r e e m p te d . 4 0 6  F . 3 d . a t 9 0 9 - 1 1 .  O n ly  w h e r e  

a  p la in tif f  s e e k s  o r  a s s e r ts  o w n e r s h ip  r ig h ts  in  a  s p e c if ic  c o p y r ig h te d  w o r k  c a n  th e  

a s s e r te d  r ig h ts  b e  e q u iv a le n t to  c o p y r ig h t a n d , th e r e f o r e , p r e e m p te d . Id.   

T h e  d iv e r g e n t r e s u lts  o f  Toney a n d  Baltimore Orioles a r e  illu s tr a tiv e  o f  th is  

r u le .  I n  Toney, a  m o d e l p o s e d  f o r  a  c o p y r ig h te d  p h o to g r a p h  a n d  s ig n e d  a n  

a g r e e m e n t a llo w in g  h e r  id e n tity  to  b e  u s e d  in  a d v e r tis e m e n ts  f o r  a  h a ir  c a r e  
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c o m p a n y  c a lle d  U ltr a  S h e e n . Id. a t 90 7 .  W h e n  d e f e n d a n t L ’ O r e a l p u r c h a s e d  U ltr a  

S h e e n , a n d  th e  c o p y r ig h te d  p h o to g r a p h s  o f  p la in tif f , it u s e d  th e m  in  a  n e w  p r o d u c t 

a d v e r tis e m e n t. Id.  T h e  c o n tr a c t a s s ig n in g  p la in tif f ’ s  p u b lic ity  r ig h ts  h a d  e x p ir e d  

a n d , c o n s e q u e n tly , s h e  b r o u g h t a  c la im  u n d e r  a  s ta te  la w  r ig h t o f  p u b lic ity .  Id.  

T h e  S e v e n th  C ir c u it r e v e r s e d  th e  d is tr ic t c o u r t’ s  d is m is s a l o f  p la in tif f ’ s  c la im s  a s  

p r e e m p te d , h o ld in g  p la in tif f  a s s e r te d  r ig h ts  o n ly  in  h e r  id e n tity  a n d  n o t a n y  r ig h ts  

p r o te c te d  b y  c o p y r ig h t la w . Id.   

I n  Toney, a s  in  th e  p r e s e n t c a s e , th e  f a c t th e  p la in tif f ’ s  id e n tity  w a s  u s e d  in  

a  c o p y r ig h te d  w o r k  d id  n o t c a u s e  h e r  c la im  to  b e  p r e e m p te d . Id. a t 90 8 - 0 9.  T h e  

p la in tif f ’ s  id e n tity  w a s  n o t a  w o r k  o f  a u th o r s h ip , a n d  m e r e ly  p h o to g r a p h in g  th e  

p la in tif f  d id  n o t tr a n s f o r m  h e r  id e n tity  in to  a  c o p y r ig h ta b le  w o r k . Id.  T h is  

d is tin c tio n  w a s  d is p o s itiv e :  

T h e  f a c t th a t T o n e y  c o n s e n te d  to  th e  u s e  o f  h e r  p h o to g r a p h  

o r ig in a lly  d o e s  n o t c h a n g e  th is  a n a ly s is .  T h e  d e f e n d a n ts  d id  n o t 

h a v e  h e r  c o n s e n t to  c o n tin u e  to  u s e  th e  p h o to g r a p h , a n d  th e r e f o r e , 

th e y  s tr ip p e d  T o n e y  o f  h e r  r ig h t to  c o n tr o l th e  c o m m e r c ia l v a lu e  o f  

h e r  id e n tity .   

 

Id. a t 91 0 .  T h u s , w h ile  a  c o p y r ig h t m a y  la s t f o r e v e r , th e  a u th o r iz a tio n  to  u s e  a n y  

id e n tity  th e r e in  m a y  n o t; it la s ts  o n ly  th e  le n g th  o f  a n y  a g r e e m e n t p r o v id in g  th e  

a u th o r iz a tio n . Id.  A g a in , th is  is  s o  e v e n  w h e n  th e  d e f e n d a n t u s e s  th e  p la in tif f ’ s  

id e n tity  f o r  th e  e x a c t s a m e  p u r p o s e , s u c h  a s  a n  a d v e r tis e m e n t, f o r  w h ic h  th e  

p la in tif f  o r ig in a lly  c o n s e n te d . Id.   

I n  Baltimore Orioles o n  th e  o th e r  h a n d , th e  M a jo r  L e a g u e  B a s e b a ll P la y e r s ’  

A s s o c ia tio n  ( “ M L B P A ” )  s u e d  to  g a in  c o - o w n e r s h ip  r ig h ts  in  c o p y r ig h te d  
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b r o a d c a s ts  o f  f u ll- le n g th  m a jo r  le a g u e  b a s e b a ll g a m e s  a n d  in  th e  r e v e n u e s  f r o m  

b r o a d c a s tin g  liv e  g a m e s . 8 05  F .2 d  a t 665 .  W h ile  c o u c h e d  a s  a  r ig h t o f  p u b lic ity  

c la im , th e  M L B P A  p la in ly  a n d  o p e n ly  s o u g h t p r o p e r ty  r ig h ts  g o v e r n e d  b y  th e  

C o p y r ig h t A c t. Id. a t 67 9 .  T h e  S e v e n th  C ir c u it f o u n d  th e  s ta te  la w  c la im s  

e q u iv a le n t to  c o p y r ig h t c la im s  a n d  p r e e m p te d . Id.   

O th e r  c o u r ts  h a v e  e ith e r  in d e p e n d e n tly  e s ta b lis h e d  o r  a p p r o v e d  th is  b r ig h t-

lin e  r u le . See, e.g., Laws, 4 4 8  F .3d  1 1 37 - 4 5  ( c la im s  n o t p r e e m p te d  w h e r e  p la in tif f  

c h a lle n g e s  u n a u th o r iz e d  u s e  o f  id e n tity  a n d  n o t c o p y r ig h t r ig h ts ) ; Downing, 2 65  

F .3d  a t 1 003-05  ( s a m e ) ; Brown, 2 01  F .3d  a t 65 7 -61  ( s a m e ) ; Landham, 2 2 7  F .3d  a t 

62 3 ( s a m e ) ; Wendt v. Host Int’l, Inc., 1 2 5  F .3d  8 06, 8 1 0 ( 9 th  C ir . 1 9 9 7 ) . ( s a m e ) ; 

Del Amo v. Baccash, N o . C V  07 -663-P S G , 2 008  W L  4 4 1 4 5 1 4 , a t * 3 ( C .D . C a l. 

S e p . 1 6, 2 008 )  ( s a m e ) .  I n d e e d , th e  E ig h th  C ir c u it’ s  c o m m e n ta r y  o n  Baltimore 

Orioles in  Ventura w a s  r e n d e r e d  in  1 9 9 5 , p r io r  to  th e  S e v e n th  C ir c u it’ s  ( a n d  

m u ltip le  o th e r  c ir c u it c o u r ts  o f  a p p e a l)  lim itin g  o f  Baltimore Orioles to  its  f a c ts . 

65  F .3d  a t 7 30,n .6; id.  F o llo w in g  th e s e  d e c is io n s , Baltimore Orioles m a y  o n ly  b e  

a p p lie d  to  a c tio n s  in  w h ic h  a  p la in tif f  s e e k s  c o - o w n e r s h ip  r ig h ts  in  a  c o p y r ig h te d  

w o r k . Id. 

   T h e  R e tir e d  P la y e r s  a s s e r t r ig h ts  o n ly  in  th e ir  id e n titie s , a n d  n o t in  a n y  

c o p y r ig h te d  w o r k  c o n ta in in g  th e ir  id e n tity . A m . C o m p l., ¶ ¶ 1 , 4 , 6-1 2 , 2 2 , 2 9 , 31 -

37 , 4 2 , 4 4 , 5 3, 5 5
6
, 8 2 - 1 03.  L ik e  th e  p la in tif f s  in  a ll o f  th e  o th e r  c a s e s  f in d in g  n o  

�����������������������������������������������������������
6
 P la in tif f s  s e e k  a  “ f a ir  s h a r e  o f  th e  r e v e n u e s  th e  N F L  h a s  e a r n e d , a n d  w ill e a r n , b y  

its use of retired p lay ers’ identities” .  A m . C o m p l., ¶ 5 3 ( e m p h a s is  a d d e d ) .  T h is  
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p r e e m p tio n , th e  R e tir e d  P la y e r s  p o in t to  s p e c if ic  e x a m p le s  o f  th e  d e f e n d a n t’ s  

u n a u th o r iz e d  u s e  o f  th e ir  id e n tity . See A m . C o m p l., ¶ ¶ 30 -37 .  T h e s e  e x a m p le s  

m e r e ly  p r o v id e  th e  f a c tu a l b a s is  f o r  a s s e r tin g  th e  N F L  h a s  u s e d  P la in tif f s ’ 

id e n titie s  w ith o u t a u th o r iz a tio n , a n d  a r e  n o  d if f e r e n t th a n  th e  p la in tif f  in  Toney, f o r 

e x a m p le , p o in tin g  to  s p e c if ic , u n a u th o r iz e d  u s e s  o f  h e r  id e n tity  to  a s s e r t a  n o n -

p r e e m p te d  r ig h t o f  p u b lic ity  c la im . See Toney, 4 0 6  F .3d  a t 9 0 7 .  T h e  R e tir e d  

P la y e r s  a s s e r t n o  o w n e r s h ip  r ig h ts , p a s t, p r e s e n t o r  f u tu r e , in  a n y  c o p y r ig h te d  

w o r k .  See generally A m . C o m p l.  B e c a u s e  th e  R e tir e d  P la y e r s  a s s e r t r ig h ts  o n ly  

in  th e ir  id e n titie s , th e y  d o  n o t a s s e r t r ig h ts  w ith in  th e  s u b je c t m a tte r  o f  th e  

C o p y r ig h t A c t.  N o n e  o f  th e ir  s ta te  o r  c o m m o n  la w  c la im s  c a n  b e  p r e e m p te d . 

B. The Retired Players Do Not Assert Rights Equivalent to Those 

Addressed by the Copyright Act.  

 

 T h e  tw o - p r o n g  te s t f o r  p r e e m p tio n  f o u n d  in  §  30 1 o f  th e  C o p y r ig h t A c t is  

c o n ju n c tiv e , a n d  s in c e  p r o n g  o n e  f a ils , th e  N F L ’ s  C o p y r ig h t A c t p r e e m p tio n  

d e f e n s e  f a ils  a lto g e th e r . See 17  U .S .C . §  30 1.  A lth o u g h  th e  C o u r t n e e d  n o t a s s e s s  

it, th e  s e c o n d  p r o n g  in  §  30 1’s  p r e e m p tio n  te s t r e q u ir e s  th e  N F L  to  s h o w  “ th a t th e  

r ig h t to  b e  e n f o r c e d  is  ‘ e q u iv a le n t’  to  a n y  o f  th e  r ig h ts  s e t f o r th  in  §  10 6  [ o f  th e  

C o p y r ig h t A c t.] ’ ”  Toney, 4 0 6  F .3d  a t 9 0 9 .  I n  o th e r  w o r d s , “ to  a v o id  p r e e m p tio n , a  

s ta te  la w  m u s t r e g u la te  c o n d u c t th a t is  q u a lita tiv e ly  d is tin g u is h a b le  f r o m  th a t 

�����������������������������������������������������������������������������������������������������������������������������������������������������������������������������

a lle g a tio n  is  c le a r  th a t P la in tif f s  d o  n o t s e e k  o r  a s s e r t a n y  o w n e r s h ip  in te r e s t in  a n y  

r e c o r d in g  b y  th e  N F L .  P la in tif f s  m e r e ly  s e e k  th e  p r e s e n t a n d  o n g o in g  f in a n c ia l 

c o m p e n s a tio n  f o r  th e  u n a u th o r iz e d  u s e  o f  th e ir  id e n titie s  a v a ila b le  f o r  s u c h  

v io la tio n s . See V entu ra, 6 5  F .3d  a t 7 31 ( a f f ir m in g  p a y m e n t o f  r o y a ltie s  f o r  

u n a u th o r iz e d  u s e  o f  id e n tity  in  v id e o ta p e s ) . 
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g o v e r n e d  b y  f e d e r a l c o p y r ig h t la w , i.e ., c o n d u c t o th e r  th a n  r e p r o d u c tio n , 

a d a p ta tio n , p u b lic a tio n , p e r f o r m a n c e  a n d  d is p la y .”  Id.   

 T h e  R e tir e d  P la y e r s ’  c la im s  a r e  n o t e q u iv a le n t to  c la im s  u n d e r  th e  

C o p y r ig h t A c t.  C ir c u it C o u r ts  o f  A p p e a l th a t h a v e  a n a ly z e d  th e  “ e q u iv a le n t to ”  

p r o n g  h a v e  f o c u s e d  o n  th e  s p e c if ic  s u b s ta n c e  o f  th e  r ig h ts  a s s e r te d .  H e r e  a g a in , 

w h e r e  a  p la in tif f  a s s e r ts  o n ly  r ig h ts  in  h e r  id e n tity , a n d  n o t in  a n y  c o p y r ig h te d  

w o r k , p r e e m p tio n  f a ils . See, e.g., id. at 9 0 5 .  T h is  is  b e c a u s e  “ [ i] d e n tity …  is  a n  

a m o r p h o u s  c o n c e p t th a t is  n o t p r o te c te d  b y  c o p y r ig h t la w ; th u s , s ta te  la w  

p r o te c tin g  it is  n o t p r e e m p te d .”  Id. a t 9 1 0 .  I n  Brown, th e  F if th  C ir c u it a s s e s s e d  

r ig h t o f  p u b lic ity  c la im s  b r o u g h t b y  r e c o r d in g  a r tis ts  w h o  a lle g e d  m is a p p r o p r ia tio n  

o f  th e ir  id e n titie s  b y  p a r tie s  w h o  tr a n s f e r r e d  th e  r ig h ts  to  th e ir  r e c o r d in g s  w ith o u t 

a u th o r iz a tio n . 20 1  F .3d  a t 6 5 9 .  J u d g e  E d ith  J o n e s  f o u n d  n o  p r e e m p tio n , h o ld in g  

“ th e  to r t o f  m is a p p r o p r ia tio n  o f  n a m e  o r  lik e n e s s  p r o te c ts  a  p e r s o n ’ s  persona.”  Id. 

a t 6 5 8 .  T h e  c o u r t d is tin g u is h e d  th e  p la in tif f s ’ c la im s  f r o m  a n o th e r  c a s e  in  w h ic h  

p la in tif f  a s s e r te d  v io la tio n s  o f  b o th  c o p y r ig h t a n d  p u b lic ity  r ig h ts  b a s e d  o n  th e  

s a m e  m is c o n d u c t. Id..  T h e  c o u r t h e ld :  

T h e  c r u c ia l d if f e r e n c e  b e tw e e n  th e  tw o  c a s e s  is  th a t in  Daboub th e  

b a s is  o f  th e  m is a p p r o p r ia tio n  c la im , a s  w e ll a s  th e  c o p y r ig h t 

in f r in g e m e n t c la im , w a s  th e  s o n g  its e lf , b r in g in g  it w ith in  §  30 1 ’ s  

a m b it, w h e r e  a s  h e r e  [ in  Brown]  th e  b a s is  o f  th e  m is a p p r o p r ia tio n  

c la im  w a s  d e f e n d a n ts ’  u s e  o f  p la in tif f s ’  n a m e s  a n d /o r  lik e n e s s e s . 
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Id.  S in c e  th e  Brown p la in tif f s  a s s e r te d  o n ly  th e ir  id e n tity  r ig h ts  a n d  n o t a n y  

c o p y r ig h t- e q u iv a le n t r ig h t o f  o w n e r s h ip , Baltimore Orioles w a s  in a p p o s ite  a n d  

th e r e  w a s  n o  p r e e m p tio n .
7
 Id. a t 6 5 8 - 5 9 . 

 T h e  N in th  C ir c u it h a s  v is ite d  th e  is s u e  o f  C o p y r ig h t A c t p r e e m p tio n  s e v e r a l 

tim e s .  I n  Downing, th e  c o u r t a n a ly z e d  a  r ig h t o f  p u b lic ity  c la im  b r o u g h t b y  

p r o f e s s io n a l s u r f e r s , w h o s e  p ic tu r e s  w e r e  ta k e n  a t a  s u r f in g  c h a m p io n s h ip , th e n  

p u r c h a s e d  b y  a  lic e n s e e  to  u s e  in  a n  a d v e r tis in g  c a m p a ig n . 2 6 5  F .3d  a t 9 9 9 - 1 0 0 0 .  

T h e  s u r f e r s  w h o s e  id e n titie s  w e r e  u s e d  in  th e  c o p y r ig h te d  p ic tu r e s  s o u g h t r e lie f  

u n d e r  th e  r ig h t o f  p u b lic ity , a n d  th e  d is tr ic t c o u r t f o u n d  th e  c la im  p r e e m p te d  b y  

th e  C o p y r ig h t A c t. Id. a t 1 0 0 0 . T h e  N in th  C ir c u it r e v e r s e d , h o ld in g  th e  p la in tif f ’s  

c la im s  w e r e  n o t b a s e d  o n  “ th e  p u b lic a tio n  o f  th e  p h o to g r a p h  its e lf ”  b u t “ it is  th e  

u s e  o f  th e  [ p la in tif f s ’]  lik e n e s s e s  a n d  th e ir  n a m e s  p ic tu r e d  in  th e  p u b lis h e d  

p h o to g r a p h .”  Id. a t 1 0 0 3.   

T h e  N in th  C ir c u it s im ila r ly  r e je c te d  p r e e m p tio n  in  Wendt, w h e r e  th e  a c to r s  

w h o  p la y e d  “ N o r m ”  a n d  “ C lif f ”  in  th e  T .V . s h o w  Cheers c h a lle n g e d  th e  

d e f e n d a n t’ s  u s e  o f  a n im a tr o n ic  r o b o ts  th a t r e s e m b le d  th e  p la in tif f s  in  its  ta v e r n s . 

�����������������������������������������������������������
7
 T h e  S ix th  C ir c u it a ls o  r e je c te d  c o p y r ig h t p r e e m p tio n  w h e r e  a  p la in tif f  a s s e r te d  

o n ly  r ig h ts  in  h is  id e n tity . L andham, 2 2 7 F .3d  a t 6 2 3.  I n  L andham, a n  a c to r  

c h a lle n g e d  a  to y  c o m p a n y ’ s  m a r k e tin g  o f  a n  a c tio n  f ig u r e  b a s e d  o n  a  c h a r a c te r  h e  

p la y e d  in  th e  m o v ie  P redator. Id. a t 6 2 1 - 2 2 .  T h e  c o u r t c o n c lu d e d  th e r e  w a s  n o  

p r e e m p tio n , b u t u ltim a te ly , th a t th e  p la in tif f ’ s  r ig h ts  w e r e  n o t v io la te d  b e c a u s e  th e  

1 .5  in c h - ta ll to y  h a d  n o  f a c e  o r  m o u th  a n d  in v o k e d  o n ly  th e  id e n tity  o f  a  f ic tio n a l 

c h a r a c te r , n o t th e  a c to r ’ s  p e r s o n a l id e n tity . Id. a t 6 2 1 - 2 6 .  I n  th e  p r e s e n t c a s e , th e  

R e tir e d  P la y e r s  a lle g e  in v o c a tio n  o f  th e ir  o w n  id e n titie s , w h ic h  h a v e  in d e p e n d e n t 

c o m m e r c ia l v a lu e , u n lik e  th e  p la in tif f ’ s  p e r s o n a l id e n tity  in  L andham. Id., see, 

e.g., A m . C o m p l., ¶ ¶ 4 3, 4 4 - 5 3, 74 . 
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1 2 5  F .3d  a t 81 0 .  T h e  c o u r t h e ld  th e  p la in tif f s ’  r ig h t o f  p u b lic ity  c la im s  c o n ta in e d  

“ e le m e n ts , s u c h  a s  th e  in v a s io n  o f  p e r s o n a l r ig h ts …  th a t a r e  d if f e r e n t in  k in d  f r o m  

c o p y r ig h t in f r in g e m e n t.”  Id. ( in te r n a l q u o ta tio n  m a r k s  a n d  c ita tio n  o m itte d )  

( e llip s e s  in  o r ig in a l) . 

I n  Laws, th e  N in th  C ir c u it c o n d u c te d  a n  e x te n s iv e  a n a ly s is  o f  th e  

d is tin c tio n  b e tw e e n  id e n tity  r ig h ts  a n d  c o p y r ig h t- lik e  r ig h ts  in  th e  p r e e m p tio n  

c o n te x t. 448 F .3d  a t 1 1 37 -46 .  T h e  Laws p la in tif f  h a d  e x e c u te d  a  p e r m a n e n t 

a u th o r iz a tio n  w ith  a  r e c o r d  c o m p a n y  to  u s e  h e r  v o ic e  in  a  c o p y r ig h te d  r e c o r d in g , 

a n d  g r a n te d  a n  e x p lic it r ig h t to  lic e n s e  o r  c o n v e y  th e  r e c o r d in g  a t a n y  tim e . Id. a t 

1 1 36 .  W h e n  th e  r e c o r d  c o m p a n y  la te r  lic e n s e d  th e  r e c o r d in g  to  a  lic e n s e e  w h o  

p u b lis h e d  it in  a n o th e r  r e c o r d in g , th e  p la in tif f  s u e d  th e  lic e n s e e  u n d e r  th e  r ig h t o f  

p u b lic ity . Id.  T h e  N in th  C ir c u it h e ld  th e  p la in tif f  w a s  a s s e r tin g  o w n e r s h ip  a n d  

c o p y r ig h t r ig h ts  s h e  d id  n o t h a v e , a n d  th a t th e y  w e r e  e q u iv a le n t to  r ig h ts  c o v e r e d  

b y  th e  C o p y r ig h t A c t. Id. a t   T h e  c o u r t s tr ic tly  d is tin g u is h e d  th e  Laws p la in tif f ’ s  

c la im s  f r o m  th o s e  a s s e r te d  in  Toney a n d  Downey a n d  lim ite d  its  p r e e m p tio n  

h o ld in g  to  th e  f a c ts  o f  th e  c a s e .
8
 Id. a t 1 1 41 -42 , 1 1 45 .  I m p o r ta n tly , th e  Laws c o u r t 

n o te d  th e  p la in tif f ’ s  c la im  d if f e r e d  “ in  a  s ig n if ic a n t w a y ”  f r o m  Toney b e c a u s e  in  

Toney, th e  p la in tif f ’ s  a u th o r iz a tio n  c o n tr a c t h a d  e x p ir e d . Id. a t 1 1 42 , n .4; see A m . 

C o m p l., ¶ ¶ 5 2 , 7 8. 
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8
 C a s e s  d e c id e d  w ith in  th e  N in th  C ir c u it s in c e  Laws h a v e  f o u n d  n o  p r e e m p tio n  

w h e r e  th e  p la in tif f  a s s e r ts  r ig h ts  o n ly  in  id e n tity , a n d  n o t in  a n y  c o p y r ig h te d  w o r k . 

S ee Del A m o, 2 0 0 8 W L  441 45 1 4 a t * 3. 
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T h e  R e tir e d  P la y e r s  p la in ly  a s s e r t r ig h ts  o n ly  in  th e ir  id e n titie s , a n d  

n o w h e r e  d o  th e y  a lle g e  o w n e r s h ip  o r  s im ila r  r ig h t a r g u a b ly  g o v e r n e d  b y  th e  

C o p y r ig h t A c t.  A m . C o m p l., ¶ ¶ 1 , 4 , 6 - 1 2 , 2 2 , 2 9, 31 -37 , 4 2 , 4 4 , 53, 55, 8 2 - 1 0 3.  

A s  th e  c o n tr a c ts  a p p e n d e d  to  D e f e n d a n t’ s  m o tio n  in d ic a te , th e  p la y e r s  s im p ly  

c o n tr a c te d  to  p la y  f o o tb a ll, to  a llo w  th e  N F L  to  p h o to g r a p h  th e m  d o in g  it a n d  u s e  

th e ir  id e n titie s  f o r  th e  te r m  o f  th e  c o n tr a c t. See C o n n o lly  D e c l. E x s . 1 - 1 1 ; A m . 

C o m p l., ¶ ¶ 52 , 7 8 .  T h o s e  a u th o r iz a tio n s  h a v e  n o w  e x p ir e d , b u t th e  N F L  c o n tin u e s  

to  u s e  th e  R e tir e d  P la y e r s ’  id e n titie s  to  a d v e r tis e  a n d  p r o m o te  its e lf  a n d  o th e r w is e  

g e n e r a te  r e v e n u e . A m . C o m p l., ¶ ¶ 1 , 4 , 6 - 1 2 , 2 2 , 2 9, 31 -37 , 4 2 , 4 4 , 52 , 53, 55, 7 8 , 

8 2 - 1 0 3.  T h e  R e tir e d  P la y e r s  n o w h e r e  a lle g e  a n y  o w n e r s h ip  in te r e s t in  a n y  

c o p y r ig h te d  w o r k . See generally A m . C o m p l.  B e c a u s e  th e  R e tir e d  P la y e r s  a s s e r t 

r ig h ts  a s s e r te d  o n ly  f o r  th e  u n a u th o r iz e d  u s e  o f  th e ir  id e n titie s , th e r e  c a n  b e  n o  

C o p y r ig h t A c t p r e e m p tio n . Toney, 4 0 6  F .3d  a t 90 8 - 1 1 ; Facenda, 54 2  F .3d  a t 

1 0 2 6 - 2 8 ; Laws, 4 4 8  F .3d  a t 1 1 38 - 4 6 ; Downing, 2 6 5 F .3d  a t 1 0 0 3-0 5; Brown, 2 0 1  

F .3d  a t 6 57 - 6 1 ; Wendt, 1 2 5 F .3d  a t 8 1 0 ; Del Amo, 2 0 0 8  W L  4 4 1 4 51 4 , a t * 3. T h e  

C o u r t s h o u ld  d e n y  D e f e n d a n t’ s  m o tio n .
 9
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9
 T h e  f e w  o th e r  c o p y r ig h t p r e e m p tio n  c a s e s  th e  N F L  c ite s  in  p a s s in g  a r e  

in a p p o s ite .  F o r  e x a m p le , Fleet v . C BS, Inc., 50  C a l. A p p . 4 th  1 91 1  ( C a l. C t. A p p . 

1 996 )  w a s  s p e c if ic a lly  r e je c te d  b y  th e  F if th  C ir c u it in  Brown a n d  th e  N in th  C ir c u it 

in  Downing. See 2 0 1  F .3d  a t 6 58 -59; 2 6 5 F .3d  a t 1 0 0 5, n .4 .  I n  Fleet, th e  p la in tif f  

a c to r s  s o u g h t to  p r e v e n t th e  c o p y r ig h t h o ld in g  te le v is io n  s ta tio n  f r o m  “ d is tr ib u tin g  

th e ir  p e r f o r m a n c e s  in  th e  f ilm .”  Downing 2 6 5 F .3d  a t 1 0 0 5, n .4 .  “ T h is  is  c le a r ly  

d is tin g u is h a b le  f r o m  [ a ]  c a s e  w h e r e  th e  [ p la in tif f s ’ ]  c la im  is  b a s e d  o n  th e  u s e  o f  

th e ir  n a m e s  a n d  lik e n e s s e s , w h ic h  a r e  n o t c o p y r ig h ta b le .”  Id.  S im ila r ly , in  

Stanford v . C aesars E ntm’t, Inc., th e  c o u r t h e ld  a  r ig h t o f  p u b lic ity  c la im  

p r e e m p te d  w h e r e  th e  p la in tif f s  d id  n o t m e r e ly  a s s e r t th e ir  id e n tity  r ig h ts , b u t 
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IV. The Retired Players Amply Plead False Endorsement Under the 

Lanham Act. 

 

 T o  p r o v e  lia b ility  f o r  f a ls e  e n d o r s e m e n t u n d e r  th e  L a n h a m  A c t, “ a  p la in tif f  

m u s t s h o w  th a t: ( 1 )  its  m a r k  is  le g a lly  p r o te c ta b le ; ( 2 )  it o w n s  th e  m a r k ; a n d  (3) 

th e  d e f e n d a n t’ s  u s e  o f  th e  m a r k  to  id e n tif y  its  g o o d s  o r  s e r v ic e s  is  lik e ly  to  c r e a te  

c o n f u s io n  c o n c e r n in g  th e  p la in tif f ’ s  s p o n s o r s h ip  o r  a p p r o v a l o f  th o s e  g o o d s  o r  

s e r v ic e s .”  Facenda, 5 4 2  F .3d  a t 1 0 1 4 .  H e r e , th e  N F L  c h a lle n g e s  o n ly  th e  

lik e lih o o d  o f  c o n f u s io n  r e q u ir e m e n t, c la im in g  Rogers v. Grimaldi g o v e r n s  th e  

a n a ly s is . D e f . B r . a t 2 0 - 2 5  ( c itin g  8 7 5  F .2 d  9 9 4  ( 2 d  C ir . 1 9 8 9 ) .  B u t th e  E ig h th  

C ir c u it d o e s  n o t f o llo w  Rogers.  R a th e r , it a n a ly z e s  “ lik e lih o o d  o f  c o n f u s io n ”  

in d e p e n d e n tly , ju s t a s  th e  T h ir d  C ir c u it d id  in  Facenda. Anheuser-Busch, Inc. v. 

Balducci Publ’ns, 2 8  F .3d  7 69 , 7 7 3-7 4  ( 8 th  C ir . 1 9 9 4 )  

T o  d e te r m in e  “ lik e lih o o d  o f  c o n f u s io n ,”  c o u r ts  a p p ly  a  m u lti- f a c to r  te s t.  I n  

th e  E ig h th  C ir c u it, th e  g o v e r n in g  f a c to r s  a r e  c a lle d  th e  SquirtCo f a c to r s .  Id. a t 

7 7 4 ; ( c itin g  SquirtCo v. Seven-Up Co., 62 8  F .2 d  1 0 8 6, 1 0 9 1  ( 8 th  C ir .1 9 8 0 ) ) .  T h e  

SquirtCo f a c to r s , h o w e v e r , a p p ly  b e s t to  m o r e  c o m m o n  tr a d e m a r k  in f r in g e m e n t 

c la im s  b e tw e e n  tw o  b u s in e s s e s .  T h e  T h ir d  C ir c u it in  Facenda ( a n d  o th e r  c ir c u its )  

h a v e  f a c e d  s im ila r  d ile m m a s  a n d  s im p ly  a d a p te d  th e  ty p ic a l “ lik e lih o o d  o f  
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s o u g h t to  f o r c e  th e  c o p y r ig h t h o ld e r  to  “ im m e d ia te ly  c e a s e  a n d  d e s is t th e  u s e , in  

a n y  f o r m ”  th e  c o p y r ig h te d  w o r k s . 4 30  F . S u p p . 2 d  7 4 9 , 7 5 8  ( W .D . T e n n . 2 0 0 6).  

T h e  R e tir e d  P la y e r s  m a k e  n o  s u c h  d e m a n d  o r  a lle g a tio n . See generally  A m . 

C o m p l.  F in a lly , in  Glovarama, Inc. v. M aljack  Prods., Inc., th e  p la in tif f s  a s s e r te d  

c la im s  u n d e r  b o th  th e  C o p y r ig h t A c t a n d  f o r  v io la tio n  o f  th e  r ig h t o f  p u b lic ity  

b a s e d  o n  th e  s a m e  m is c o n d u c t. N o . 9 6-39 8 5 , 1 9 9 8  W L  1 0 2 7 4 2 , a t * 5 -6 ( N .D . I ll. 

F e b . 2 6, 1 9 9 8 ) .  I n  s u c h  s itu a tio n s , th e  r ig h t o f  p u b lic ity  c la im s  a r e  e q u iv a le n t to  

c o p y r ig h t c la im s  a n d  p r e e m p te d . Brow n, 2 0 1  F .3d  a t 65 8 . 
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c o n f u s io n ”  f a c to r s  f o r  b u s in e s s e s  to  th e  f a ls e  e n d o r s e m e n t c o n te x t.  B e c a u s e  th e  

SquirtCo f a c to r s  a r e  f u n d a m e n ta lly  id e n tic a l to  th o s e  a d a p te d  b y  th e  T h ir d  C ir c u it, 

th e y  c a n  e a s ily  b e  a d a p te d  to  th e  f a ls e  e n d o r s e m e n t c o n te x t in  th is  c a s e .  I n  a n y  

e v e n t, th e  R e tir e d  P la y e r s  n e e d  n o t a lle g e  “ e x p lic it”  e n d o r s e m e n t a s  a p p lie d  in  

Rogers, b u t o n ly  im p lie d  e n d o r s e m e n t. 

A. The Eighth Circuit Does Not Follow Rogers and Analyzes 

Likelihood of Confusion Independently from Any First 

Amendment Defense. 
 

1 . Likelihood of Confusion Is the Test for False Endorsement In 

the Eighth Circuit. 

 

T h is  C ir c u it d o e s  n o t f o llo w  Rogers v. Grimaldi.  I n  Anheuser-Busch, Inc. 

v. Balducci Publ’ns, th e  d is tr ic t c o u r t e x p r e s s ly  r e je c te d  Rogers, h o ld in g , “ [ t] h is  

c o u r t s e e s  n o  r e a s o n  to  a b a n d o n  th e  tr a d itio n a l lik e lih o o d  o f  c o n f u s io n  te s t s e t 

f o r th  in  SquirtCo, p r o v id e d  th a t it is  a p p lie d  w ith  s p e c ia l s e n s itiv ity  to  th e  

p u r p o s e s  o f  th e  tr a d e m a r k  la w  a n d  th e  F ir s t A m e n d m e n t r ig h ts  o f  th e  D e f e n d a n ts .”  

8 1 4  F . S u p p . 79 1 , 79 5 - 9 6  ( E .D . M o . 1 9 9 3).  O n  a p p e a l, th e  E ig h th  C ir c u it w e n t 

f u r th e r , h o ld in g  e v e n  th e  d is tr ic t c o u r t’ s  “ s p e c ia l s e n s itiv ity ”  te s t “ s k e w e d  its  

a n a ly s is ”  a n d  c r e a te d  a  “ h ig h e r  s ta n d a r d  th a n  r e q u ir e d .”  Anheuser-Busch, 2 8  F .3d  

a t 773-74 .  T h u s , th e  E ig h th  C ir c u it h e ld  lik e lih o o d  o f  c o n f u s io n  m u s t b e  a n a ly z e d  

in d e p e n d e n tly  f r o m  a n y  F ir s t A m e n d m e n t d e f e n s e .
1 0

 Id.; see Facenda, 5 4 2  F .3d  a t 
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1 0

 T h e  R e tir e d  P la y e r s  a n a ly z e  th e  N F L ’ s  F ir s t A m e n d m e n t d e f e n s e  in d e p e n d e n tly   

a n d  s e p a r a te ly  a b o v e , a n d  it f a ils  f o r  th e  r e a s o n s  s ta te d  th e r e in .  E v e n  if  th is  C o u r t 

s o m e h o w  d is a g r e e s  th a t Anheuser-Busch r e je c te d  Rogers, it s till n e e d  n o t r e a c h  th e  

is s u e  w h e th e r  Rogers a p p lie s  b e c a u s e  th e  m a te r ia l a t is s u e  h e r e  c o n s titu te s  

c o m m e r c ia l s p e e c h .  Facenda, 5 4 2  F .3d  a t 1 0 1 8 .  
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1 0 1 5 - 2 2  ( a n a ly z in g  lik e lih o o d  o f  c o n f u s io n  in d e p e n d e n tly  f r o m  F ir s t A m e n d m e n t 

d e f e n s e ) .   T h u s , th is  C o u r t m u s t a n a ly z e  lik e lih o o d  o f  c o n f u s io n  s e p a r a te ly , u s in g  

a  f a c t- in te n s iv e  in q u ir y  th a t c a n n o t b e  r e s o lv e d  a t th e  p le a d in g s  s ta g e . Id.   

I n  Anheuser-Busch, th e  E ig h th  C ir c u it c o n f r o n te d  a  ty p ic a l L a n h a m  A c t 

c la im  w h e r e  o n e  c o m p a n y  u s e d  a n o th e r ’ s  tr a d e m a r k  in  its  p r o d u c t. 2 8 F .3d  a t 7 7 3-

7 4 .  T h e  c o u r t a s s e s s e d  th e  s ta n d a r d  f a c to r s  f o r  lik e lih o o d  o f  c o n f u s io n  in  s u c h  

c la im s :    

( 1 )  th e  s tr e n g th  o f  th e  tr a d e m a r k ; ( 2 )  th e  s im ila r ity  b e tw e e n  th e  

p la in tif f 's  a n d  d e f e n d a n t's  m a r k s ; (3) th e  c o m p e titiv e  p r o x im ity  o f  

th e  p a r tie s ' p r o d u c ts ; ( 4 )  th e  a lle g e d  in f r in g e r 's  in te n t to  c o n f u s e  th e  

p u b lic ; ( 5 )  e v id e n c e  o f  a n y  a c tu a l c o n f u s io n ; a n d  ( 6 )  th e  d e g r e e  o f  

c a r e  r e a s o n a b ly  e x p e c te d  o f  th e  p la in tif f 's  p o te n tia l c u s to m e r s .  

 

Anheuser-Busch, 2 8 F .3d  a t 7 7 4  ( c itin g  SquirtCo., 6 2 8 F .2 d  a t 1 0 9 1 ) .  H o w e v e r , 

th e s e  f a c to r s  a r e  n o t e n tir e ly  a p p lic a b le  in  th e  f a ls e  e n d o r s e m e n t c o n te x t. Facenda, 

5 4 2  F .3d  a t 1 0 1 8-2 0 .  I n  Facenda, th e  c o u r t s ta r te d  w ith  s im ila r  f a c to r s  a n d  f o u n d  

it n e c e s s a r y  to  a d a p t th e m  in to  a  s e t ta ilo r e d  to  f a ls e  e n d o r s e m e n t c la im s . Id. a t 

1 0 1 9 - 2 0  ( c itin g  Downing, 2 6 5  F .3d  a t 1 0 0 7 - 0 8).   T h e  s a m e  a p p r o a c h  s h o u ld  b e  

f o llo w e d  h e r e .  

2 . The SquirtCo Factors Are Easily Adapted to False 

Endorsement Claims. 

 

I n  th e  a b s e n c e  o f  f a ls e  e n d o r s e m e n t- s p e c if ic  f a c to r s  in  th e  E ig h th  C ir c u it, 

th e  C o u r t s h o u ld  a d o p t th e  a p p r o a c h  o f  th e  T h ir d  C ir c u it, w h ic h  c o n f r o n te d  a lm o s t 

id e n tic a l is s u e s  w h e n  d e c id in g  Facenda.  T h is  in v o lv e s  s im p ly  a d a p tin g  th e  

e x is tin g  SquirtCo c o n f u s io n  f a c to r s  to  th e  f a ls e  e n d o r s e m e n t c o n te x t.  M a n y  o f  th e  
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f a c to r s  a r e  id e n tic a l to  th o s e  in  Facenda a n d  a d a p tin g  th e m  is  n o t c o m p lic a te d . See 

5 4 2  F .3d  a t 1 0 1 9- 2 0 .  T h u s , f a c to r s  f o r  lik e lih o o d  o f  c o n f u s io n  in  f a ls e  

e n d o r s e m e n t c la im s  in c lu d e :  

1 )   th e  le v e l o f  r e c o g n itio n  th a t th e  p la in tif f  h a s  a m o n g  th e  

s e g m e n t o f  th e  s o c ie ty  f o r  w h o m  th e  d e f e n d a n t's  p r o d u c t is  

in te n d e d  (SquirtCo f a c to r  1 ) ;  

 

2 )  th e  s im ila r ity  o f  th e  lik e n e s s  u s e d  b y  th e  d e f e n d a n t to  th e  

a c tu a l p la in tif f  (SquirtCo f a c to r  2 )  

 

3)  th e  r e la te d n e s s  o f  th e  f a m e  o r  s u c c e s s  o f  th e  p la in tif f  to  th e  

d e f e n d a n t's  p r o d u c t (SquirtCo f a c to r  3); 

 

4 )  d e f e n d a n t’ s  in te n t in  s e le c tin g  th e  p la in tif f  (SquirtCo f a c to r  

4 ) ; 

 

5 )   e v id e n c e  o f  [ a n y ]  a c tu a l c o n f u s io n  (SquirtCo f a c to r  5 ) ; a n d  

 

6 )   lik e ly  d e g r e e  o f  p u r c h a s e r  c a r e  (SquirtCo f a c to r  6 ) .
1 1

 

 

Id.; see SquirtCo, 6 2 8  F .2 d  a t 1 0 91 . “ T h e s e  f a c to r s  a r e  n o t a  d is tin c t te s t, b u t 

r e p r e s e n t th e  s o r t o f  c o n s id e r a tio n s  w h ic h  a  c o u r t s h o u ld  c o n s id e r  in  d e te r m in in g  

w h e th e r  lik e lih o o d  o f  c o n f u s io n  e x is ts .”  Anheuser-Busch, 2 8  F .3d  a t 7 7 4 . 

 D e te r m in in g  lik e lih o o d  o f  c o n f u s io n  is  a  q u e s tio n  o f  f a c t. Facenda, 5 4 2  

F .2 d  a t 1 0 2 4 .  T h e  R e tir e d  P la y e r s  s a tis f a c to r ily  p le a d  f a c ts  s a tis f y in g  th e s e  s ix  

f a c to r s .  F o r  e x a m p le , th e  R e tir e d  P la y e r s  a lle g e  F a c to r  1 , P la in tif f s ’  le v e l o f  

�����������������������������������������������������������
1 1

 Facenda e m p lo y e d  tw o  a d d itio n a l f a c to r s : m a r k e tin g  c h a n n e ls  u s e d , a n d  

lik e lih o o d  o f  e x p a n s io n  o f  th e  p r o d u c t lin e s . 5 4 2  F .3d  a t 1 0 1 9-2 0 .  T h o s e  f a c to r s  

a r e  n o t in c lu d e d  in  th e  E ig h th  C ir c u it’ s  SquirtCo a n a ly s is  a s  th e y  a r e  in  th e  T h ir d  

C ir c u it. Anheuser-Busch, 2 8  F .3d  a t 7 7 4 . N o r  d o e s  th e  E ig h th  C ir c u it c o n s id e r  th e  

T h ir d  C ir c u it’ s  e x tr a  f a c to r  a s s e s s in g  “ le n g th  o f  tim e  th e  d e f e n d a n t u s e d  th e  

m a r k ” . Id.; see Facenda, 5 4 2  F .3d  a t 1 0 1 9-2 0 .  T h e s e  f a c to r s  h a v e  b e e n  e lim in a te d  

f r o m  th e  a n a ly s is  p r o p o s e d  h e r e . 
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r e c o g n itio n . A m . C o m p l., ¶ ¶ 7 3 - 7 4.  F a c to r  2 , s im ila r ity  b e tw e e n  p la in tif f  a n d  th e  

lik e n e s s  u s e d  b y  d e f e n d a n t, is  in a p p lic a b le  b e c a u s e  a ll p la y e r s  a p p e a r in g  in  N F L  

F ilm s  p r o d u c tio n s  a p p e a r  a s  th e m s e lv e s .  P la in tif f s  a lle g e  F a c to r  3 , th e  

r e la tio n s h ip  b e tw e e n  th e ir  id e n tity  a s  p la y e r s  a n d  th e ir  in c lu s io n  in  s p e c if ic  

p r o d u c tio n s . Id.  P la in tif f s  a lle g e  b o th  F a c to r  4, th e  N F L ’ s  in te n t ( id., ¶ 7 5 )  a n d  

F a c to r  5 , a c tu a l c o n f u s io n  ( id., ¶ 8 0.)   F in a lly , P la in tif f s  a lle g e  F a c to r  6 , th e  d e g r e e  

o f  c a r e  e x e r c is e d  b y  p u r c h a s e r s  s e le c tin g  th e  N F L  a n d  its  v id e o  p r o d u c ts  o v e r  

o th e r  e n te r ta in m e n t o p tio n s . A m . C o m p l., ¶ ¶ 7 3 , 7 4.  P la in tif f s  a d e q u a te ly  p le a d  a ll 

o f  th e s e  lik e lih o o d  o f  c o n f u s io n  f a c to r s  passim in  th e  A m e n d e d  C o m p la in t a n d  

e a c h  in v o lv e s  a  h e a v ily  f a c t- s p e c if ic  in q u ir y  r e q u ir in g  s u r v e y , e x p e r t a n d  o th e r  

e v id e n c e  to  r e s o lv e .  G iv e n  th e s e  in q u ir ie s , ju d g m e n t o n  th e  p le a d in g s  is  

im p o s s ib le .
1 2

 

B.  The Retired Players’ Need Not Allege Explicit Endorsement. 

 T h e  N F L  w r o n g f u lly  c la im s  th e  R e tir e d  P la y e r s  m u s t, a n d  c a n n o t, a lle g e  

“ e x p lic it”  e n d o r s e m e n t to  a lle g e  a  L a n h a m  A c t c la im . D e f . B r . a t 2 3 - 2 4.  B u t in  

c a s e s  s u c h  a s  th e  o n e  a t b a r , “ e x p lic it”  e n d o r s e m e n t is  n o t r e q u ir e d , o n ly  “ im p lie d ”  

e n d o r s e m e n t is . Abdul-Jabbar v. Gen. Motors Corp., 8 5  F .3 d  407 , 41 2 - 1 3  ( 9 th  C ir . 

1 9 9 6 ) .   

�����������������������������������������������������������

1 2
 E v e n  if  R og ers a p p lie d  in  th e  E ig h th  C ir c u it, w h ic h  it d o e s  n o t, ju d g m e n t o n  th e  

p le a d in g s  w o u ld  s till b e  im p o s s ib le .  S ee P ark s v. L aF ac e R ec ords, 3 2 9  F .3 d  43 7 , 

46 1  ( 6 th  C ir . 2 003 )  ( d e n y in g  s u m m a r y  ju d g m e n t w h e r e  “ A  r e a s o n a b le  f in d e r  o f  

f a c t…  c o u ld  f in d  th e  [ u s e  o f  p la in tif f ’ s  id e n tity ]  to  b e  a  ‘ d is g u is e d  c o m m e r c ia l 

a d v e r tis e m e n t’ ” ) .�
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 I n  Abdul-Jabbar, a  r e tir e d  p r o  a th le te  b r o u g h t L a n h a m  A c t a n d  r ig h t o f  

p u b lic ity  c la im s  a g a in s t a  c o m p a n y  w h o  a ir e d  a n  a d v e r tis e m e n t c o n ta in in g  

h is to r ic a l in f o r m a tio n  a b o u t th e  a th le te , in c lu d in g  h is  n a m e  a n d  th e  y e a r s  h e  w a s  

N C A A  to u r n a m e n t M V P . Id. a t 40 9 .  T h e  N in th  C ir c u it r e v e r s e d  s u m m a r y  

ju d g m e n t a g a in s t A b d u l- J a b b a r , h o ld in g  “ a  ju r y  m ig h t f in d  a n  im p lie d  

e n d o r s e m e n t th r o u g h  th e  u s e  o f  h is  n a m e  in  th e  a d v e r tis e m e n t.”  Id. a t 413 .  T h e  

c o u r t r e v e r s e d  e v e n  th o u g h  th e  a d v e r tis in g  m e s s a g e  c o m m u n ic a te d  th e  tr u th f u l 

f a c t th a t A b d u l- J a b b a r  a c tu a lly  p e r f o r m e d  in  th o s e  N C A A  to u r n a m e n ts  a n d  w o n  

th o s e  a w a r d s . Id.; contra D e f . B r . a t 2 4 ( a r g u in g  n o  L a n h a m  A c t lia b ility  w h e r e  

d e f e n d a n t m e r e ly  c o m m u n ic a te s  “ tr u th f u l”  m e s s a g e  th a t p la y e r  “ a c tu a lly  

p e r f o r m e d  in  th o s e  g a m e s ” ) .  T h e  v e r y  b a s is  o f  id e n tity  r ig h ts  a r e  th a t a  p e r s o n  

p u b lis h e d  in  p r o m o tio n a l im a g e s , e v e n  c o p y r ig h te d  im a g e s , “ appear to e n d o r s e  

th e  p r o d u c t in  q u e s tio n .”  Toney, 40 6  F .3 d  a t 9 10  ( e m p h a s is  a d d e d ) . T h e  R e tir e d  

P la y e r s  a m p ly  p le a d  th is  p e r c e iv e d  e n d o r s e m e n t. A m . C o m p l., ¶ ¶ 7 9 - 8 0 .  

 C a s e s  r e q u ir in g  a  s tr ic te r  s ta n d a r d  w h e r e  a  p e r s o n  d o e s  n o t a p p e a r  to  

e n d o r s e  a n y th in g  a r e  c o n s is te n t.  T h u s , w h e r e  a  tr a d e m a r k  is  p a r o d ie d  o r  

la m p o o n e d , it a p p e a r s  u n lik e ly  th e  tr a d e m a r k  e n d o r s e s  it a n d  a  s tr ic te r  te s t m a y  b e  

w a r r a n te d .
13

 See Mattel, Inc. v. MCA Records, Inc., 2 9 6  F .3 d  8 9 4 ( 9 th  C ir . 2 0 0 2 ) ; 

Cliffs Notes, Inc. v. Bantam Doubleday Dell Publ’g Group, Inc., 8 8 6  F .2 d  49 0  ( 2 d  

C ir . 19 8 9 ) .  S im ila r ly , w h e r e  a  p e r s o n ’ s  id e n tity  is  d e lib e r a te ly  a lte r e d  ( u n lik e  

�����������������������������������������������������������
13

 O f  c o u r s e , p a r o d y  c a n  g o  to o  f a r  a n d  in c u r  L a n h a m  A c t lia b ility . Anh euser-

Busch , 2 8  F .3 d  a t 7 7 5 - 7 7 . 
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o th e r s  in  th e  s a m e  m a te r ia l)  th e r e  is  little  p r o b a b ility  a n y o n e  w ill th in k  th e  a lte r e d  

tr a d e m a r k  e n d o r s e s  th e  m a te r ia l. Brown v. Elec. Arts, Inc., N o . 2:0 9 - 0 1 5 9 8 , a t * 9  

( C .D . C a l. S e p t. 23 , 20 0 9 )  ( C o n n o lly  D e c l. E x . 26 )  ( D o c k e t # 1 6 -26 ) .  U n lik e  

p a r o d y  a n d  o th e r  c a s e s  w h e r e  tr a d e m a r k s  a r e  a lte r e d  to  a v o id  th e  a p p e a r a n c e  o f  

e n d o r s e m e n t, th e  R e tir e d  P la y e r s ’  id e n titie s  a r e  n o t tr a n s f o r m e d , b u t a r e  p r e s e n te d  

lite r a lly  a s  if  th e y  e n d o r s e  th e  p r o d u c tio n s  in  w h ic h  th e y  a p p e a r . A m . C o m p l., 

¶ ¶ 7 0 - 8 0 . 

Electronic Arts is  p la in ly  in a p p o s ite  to  th e  p r e s e n t c a s e .  Electronic Arts 

in v o lv e d  th e  s u p p o s e d  u s e  o f  J im  B r o w n ’ s  id e n tity  in  a  g a m e  w h e r e  h is  n a m e  w a s  

r e m o v e d  ( “ u n lik e  m o s t o f  th e  o th e r  c h a r a c te r s ” )  a n d  h is  n u m b e r  s w itc h e d  f r o m  

# 3 2 to  # 3 7 . N o . 2:0 9 - c v - 0 1 5 9 8 , a t * 2, 8 - 9 .  O n  th e s e  f a c ts , th e  c o u r t lo g ic a lly  

c o n c lu d e d  n o  o n e  c o u ld  b e lie v e  B r o w n  “ e n d o r s e d ”  th e  g a m e . Id. a t * 9 .  T h e  c o u r t 

a ls o  c o n c lu d e d  B r o w n  d id  n o t a p p e a r  in  a n y  a d v e r tis e m e n t.
1 4

 Id. a t * 8 , n .5 .  T h u s , 

Electronic Arts is  p r e c is e ly  o p p o s ite  to  th e  R e tir e d  P la y e r s ’  a lle g a tio n s  th a t th e ir  

u n a lte r e d  id e n titie s  w e r e  u s e d  f o r  a d v e r tis in g  a n d  p r o m o tio n a l p u r p o s e s . A m . 

�����������������������������������������������������������
1 4

 T h e  N F L  a ls o  c ite s  ET W  C orp . v. J ireh  P u b ., Inc., 3 3 2 F .3 d  9 1 5  ( 6 th  C ir . 20 0 3 ) 

D e f . B r . A t 22.  B u t in  ET W , th e  p la in tif f ’ s  id e n tity  w a s  u s e d  in  a n  e x p r e s s iv e  

p a in tin g , n o t u s e d  lite r a lly  in  a n y  a d v e r tis e m e n t o r  p r o m o tio n  a s  in  th e  c a s e  a t b a r . 

3 3 2 F .3 d  a t 9 3 6 ; A m . C o m p l., p a ssim .  C r itic a lly , th e  ET W  c o u r t f o u n d  T ig e r  

W o o d s  “ g e n e r a te s  a  s ig n if ic a n t a m o u n t o f  in c o m e ”  a s  a n  a c tiv e  g o lf e r . Id. a t 9 3 8 .  

T h is  m e a n t th a t w h e n  b a la n c in g  th e  in te r e s ts , th e  c o u r t f o u n d  th e  in te r e s t o f  

a llo w in g  a r tis tic  r e n d itio n s  o f  W o o d s  o u tw e ig h e d  a n y  in te r e s t in  p r o te c tin g  h is  

r ig h t to  e x c lu s iv e ly  p r o f it f r o m  h is  id e n tity . Id.  A s  e x p la in e d  a b o v e  in  th e  F ir s t 

A m e n d m e n t d is c u s s io n , th is  a n a ly s is  is  im p r o p e r ly  a p p lie d  to  r e tir e d  N F L  p la y e r s  

w h o  s u f f e r s u b s ta n tia l p h y s ic a l, m e n ta l, a n d  f in a n c ia l d is tr e s s  b e c a u s e  o f  th e ir 

f o r m e r  p la y in g  d a y s . 
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C o m p l., passim.  Electronic Arts h a s  b e e n  a p p e a le d  to  th e  N in th  C ir c u it c o u r t.
 1 5

 

See N o tif ic a tio n  b y  C ir c u it C o u r t o f  A p p e lla te  D o c k e t N u m b e r  0 9 - 5 6 6 7 5 , 0 9 - c v -

0 1 5 9 8 - F M C - R Z x  ( O c t. 2 3, 2 0 0 9 )  ( D o c k e t # 5 3) ( E x . A  a tta c h e d  to  A f f id a v it o f  J . 

G o r d o n  R u d d ) .  T h e  C o u r t s h o u ld  d e n y  th e  N F L ’ s  m o tio n . 

V. The Retired Players Properly Plead the NFL’s Unjust Enrichment. 

 

 T h e  N F L  s e e k s  d is m is s a l o f  th e  R e tir e d  P la y e r s ’  u n ju s t e n r ic h m e n t c la im s  

b y  r e ite r a tin g  its  b a s e s  f o r  d is m is s a l e ls e w h e r e .   T h o s e  a r g u m e n ts  f a il a g a in  h e r e . 

 T h e  N F L  a r g u e s  u n ju s t e n r ic h m e n t c la im s  a r e  “ d e r iv a tiv e ”  a n d  f a il ipso 

facto b e c a u s e  th e  R e tir e d  P la y e r s ’  p u b lic ity  a n d  L a n h a m  A c t c la im s  b a s e d  o n  th e  

s a m e  f a c ts  f a il. D e f . B r . a t 2 5 .  T h a t is  f a ls e : 

T o  r e c o v e r  f o r  u n ju s t e n r ic h m e n t, th e  [ p la in tif f ] m u s t p le a d  [ th e  

d e f e n d a n t]  k n o w in g ly  r e c e iv e d  s o m e th in g  o f  v a lu e , n o t b e in g  

e n title d  to  th a t b e n e f it, a n d  u n d e r  c ir c u m s ta n c e s  th a t w o u ld  m a k e  it 

u n ju s t to  p e r m it its  r e te n tio n . 

 

S.E.C . v . B row n, 6 43 F . S u p p . 2 d  1 0 7 7 , 1 0 8 3-8 4 ( D . M in n . 2 0 0 9 ) .  T h u s , w h e r e  

f a c ts  w o u ld  m a k e  it r e p r e h e n s ib le  to  a llo w  o n e  p a r ty  to  p r o f it a t a n o th e r ’ s  e x p e n s e , 

u n ju s t e n r ic h m e n t m a y  b e  in d e p e n d e n tly  w a r r a n te d . I d .  P la in tif f s  d o  n o t n e e d  to  

p r o v e  th e  N F L ’ s  c o n d u c t w a s  ille g a l u n d e r  s o m e  in d e p e n d e n t th e o r y , b u t o n ly  th a t, 

b e c a u s e  o f  e q u ity , th e y  a r e  n o t e n title d  to  r e c o m p e n s e . I d . ( in te r n a l q u o ta tio n  

�����������������������������������������������������������
1 5

 T h e r e  is  a ls o  n o  m e r it to  th e  N F L ’ s  a r g u m e n t th a t “ e n d o r s e m e n t”  c a n n o t e x is t in  

th e  p r e s e n t c a s e  b e c a u s e  th e  N F L  u s e s  th e  id e n titie s  o f  “ a ll”  r e tir e d  p la y e r s . D e f . 

B r . a t 2 4-2 5  ( c itin g  C .B .C . D istrib u tion, 5 0 5  F .3d  a t 8 2 4).  T h e  f a c ts  o f  C .B .C . 

D istrib u tion v a r y  w ild ly  f r o m  th e  p r e s e n t c a s e .  W h e r e  C .B .C . D istrib u tion 

in v o lv e d  f a n ta s y  b a s e b a ll, w h ic h  r e q u ir e s  a ll a c tiv e  p la y e r s ’  p r e s e n c e  to  f u n c tio n  

a s  a  g a m e , th e  R e tir e d  P la y e r s  c o r r e c tly  a lle g e  th e  N F L  s e le c ts  o n ly  s p e c if ic  

p la y e r s  f o r  in c lu s io n  in  s p e c if ic  f ilm s  to  m a x im iz e  th e  p r o m o tio n a l e f f e c t. A m . 

C o m p l., ¶ ¶ 7 3, 7 4.   
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m a r k s  o m itte d ) .  T h e  R e tir e d  P la y e r s  h a v e  a lle g e d  th a t h e r e , n o tin g  th e  im p r o p e r  

u s e  o f  th e ir  id e n titie s  a s  th e  f a c tu a l b a s is  f o r  th e  N F L ’ s  u n ju s t e n r ic h m e n t. A m . 

C o m p l., ¶ 1 3 8 .  M o r e  im p o r ta n tly , a ll o f  th e  R e tir e d  P la y e r s ’  c la im s  a r e  s o u n d  a s  

a lle g e d , a s  d e s c r ib e d  th r o u g h o u t th is  m e m o r a n d u m .   

T h e  N F L ’ s  F ir s t A m e n d m e n t a r g u m e n ts  o n  u n ju s t e n r ic h m e n t a r e  

d u p lic a tiv e  o f  th o s e  m a d e  e ls e w h e r e . D e f . B r . a t 2 5 - 2 6 .  A s  e x p la in e d  a b o v e , th e  

N F L ’ s  a u th o r ity  r e g a r d in g  in f o r m a tio n  “ a lr e a d y  in  th e  p u b lic  d o m a in ”  is  

in a p p lic a b le .  C o p y r ig h t p r e e m p tio n  is  s im ila r ly  in a p p lic a b le  f o r  th e  s a m e  r e a s o n s  

n o te d  a b o v e .  T h e  R e tir e d  P la y e r s  a s s e r t o n ly  r ig h ts  in  th e ir  id e n titie s , n o t a n y  

c o p y r ig h t r ig h ts .  S u c h  c la im s  a r e  n e v e r  p r e e m p te d  u n d e r  th e  C o p y r ig h t A c t. See, 

e.g., Toney, 40 6  F .3 d  a t 9 0 9 - 1 1 . 

F in a lly , th e r e  a r e  n o  w r itte n  c o n tr a c ts  th a t b a r  P la in tif f s ’  u n ju s t e n r ic h m e n t 

c la im s .  T h e  p la y e r  c o n tr a c ts  a t is s u e  a r e  e x p ir e d  a n d  th e  N F L ’ s  r ig h t to  u s e  r e tir e d  

p la y e r s ’  id e n titie s  e x p ir e d  w ith  th e m .
1 6

 See C o n n o lly  D e c l. E x s . 1 - 1 1  ( p la y e r 

c o n tr a c ts ) .   T h e  C o u r t s h o u ld  d e n y  th e  N F L ’ s  m o tio n . 

VI. The NFL’s Unasserted Defenses Are Irrelevant to Its Motion. 

 

 T h e  m u ltip le , u n a s s e r te d  d e f e n s e s  th e  N F L  to s s e s  u p  w ith o u t e x p o s itio n  a r e  

ir r e le v a n t to  th is  m o tio n .  T h e  N F L  m o v e s  f o r  d is m is s a l o n  f o u r  g r o u n d s  o n ly : ( 1 )  

th e  F ir s t A m e n d m e n t; ( 2 )  c o p y r ig h t p r e e m p tio n ; ( 3 )  f a ilu r e  to  s ta te  a  c la im  u n d e r  

�����������������������������������������������������������
1 6

 T h e  R e tir e d  P la y e r s  c la im s  d o  n o t a r is e  u n d e r  th e s e  c o n tr a c ts  a n d  a n y  c h o ic e  o f  

la w  p r o v is io n  is  u n e n f o r c e a b le . See D e f . B r . a t 2 6 , n .6 .  T h a t th e  N F L  r a is e s  a n  

a f f ir m a tiv e  d e f e n s e  o f  “ lic e n s e ”  b a s e d  o n  th e  c o n tr a c ts  d o e s  n o t c h a n g e  P la in tif f s ’ 

c la im s  o r  b u r d e n  o f  p r o o f .  
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th e  L a n h a m  A c t; a n d  (4) f a ilu r e  to  s ta te  a  c la im  f o r  u n ju s t e n r ic h m e n t. D e f . B r . a t 

2 - 3 .  T h e  N F L  m e r e ly  s u g g e s ts , w ith o u t a s s e r tin g , s e v e r a l a r g u m e n ts  it th r e a te n s  

to  r a is e  s h o u ld  its  p r e s e n t m o tio n  f a il.  T h e  r e a s o n  th e  N F L  d o e s  n o t p u r s u e  th e s e  

d e f e n s e s  n o w  is  b e c a u s e  th e y  f a il a n d , in  a n y  e v e n t, c a n n o t b e  d e te r m in e d  a t th e  

p le a d in g s  s ta g e . 

 F ir s t, th e  N F L  s u g g e s ts  p la y e r s  im p lie d ly  c o n s e n te d  to  th e  u s e  o f  th e ir 

id e n titie s  b y  s ittin g  f o r  “ v o lu n ta r y , o f f - th e - f ie ld  in te r v ie w s .”  D e f . B r . a t 5.  B u t th is  

is  ju s t a  b a ld  s ta te m e n t.  T h e  N F L  d o e s  n o t e x p la in  h o w  th e s e  in te r v ie w s  g iv e  it 

c a r te  b la n c h e  to  u s e  p la y e r s ’  id e n titie s  a n y  w a y  it c h o o s e s . Id.  N o r  d o e s  th e  N F L  

le t o n  th a t it m a y  h o ld  s p e c if ic  a u th o r iz a tio n s  f r o m  p la y e r s  lim ite d  n a r r o w ly  to  

th e s e  in te r v ie w s . 

 N e x t, th e  N F L  th r o w s  a  f e w  m o r e  p r e e m p tio n  m e n tio n s  in to  th e  m ix  ( to  b e  

d e c id e d  la te r ) , a ll to  n o  a v a il. See D e f . B r . a t 7 , n .2  ( f o o tn o te  m e n tio n  o f  L a b o r  

M a n a g e m e n t R e la tio n s  A c t ( “ L M R A ” ) ) ;1 6 , n .4 ( o n e  lin e  m e n tio n  o f  c o n f lic t 

p r e e m p tio n ) .  L M R A  p r e e m p tio n  d o e s  n o t a p p ly  b e c a u s e  a ll o f  th e  R e tir e d  P la y e r s  

c o n tr a c ts  a r e  e x p ir e d , w ith  n o  p r o v is io n s  s till in  f o r c e . See C o n n o lly  D e c l. E x s . 1 -

1 1 .  I n  a n y  e v e n t, th e  R e tir e d  P la y e r s ’  c la im s  a r is e  in d e p e n d e n tly  o f  a n y  c o lle c tiv e  

b a r g a in in g  a g r e e m e n t, a n d  L M R A  p r e e m p tio n  is  n o  d e f e n s e . See, e.g., Nat’l 

Football League Players Ass’n v. Nat’l Football League, N o s . 0 8 - 6 2 54, 0 8 - 6 2 55, 

2 0 0 9  W L  1 457 0 0 7 , a t * 4 ( D . M in n . M a y  2 2 , 2 0 0 9 ) .  C o n f lic t p r e e m p tio n  is  

s im ila r ly  n o  d e f e n s e . Facenda, 542  F .3 d  a t 1 0 2 8 - 1 0 3 2 ; Brown, 2 0 1  F .3 d  a t 6 59 -

6 1 .   

Case 0:09-cv-02182-PAM-SRN   Document 23    Filed 11/30/09   Page 51 of 53



 46 

 F in a lly , th e  C o u r t n e e d  n o t h e e d  th e  N F L ’ s  w a r n in g  c lo u d s  c o n c e r n in g  a  

“ c o m p le x  [ c h o ic e  o f  la w ]  a n a ly s is .”  D e f . B r . a t 1 6, n .3 .  C h o ic e  o f  la w  a n a ly s is  is  

a n  u n r e m a r k a b le  f e a tu r e  o f  c iv il litig a tio n , a n d  p r o v id e s  n o  b a s is  to  d is m is s  a  

p la in tif f ’ s  c la im s .  T h e  C o u r t s h o u ld  d e n y  th e  N F L ’ s  m o tio n  in  its  e n tir e ty . 

CONCLUSION 

 T h is  C o u r t s h o u ld  d e n y  th e  N F L ’ s  m o tio n  f o r  ju d g m e n t o n  th e  p le a d in g s  in  

its  e n tir e ty . 

          R e s p e c tf u lly  s u b m itte d , 

ZIMMERMAN REED, P.L.L.P. 

 

D a te d : N o v e m b e r  3 0 , 2 0 0 9   s /J . G o r d o n  R u d d , J r .                         

   

C h a r le s  S . Z im m e r m a n  M N  1 2 0 0 5 4 

J . G o r d o n  R u d d , J r . M N  2 2 2 0 8 2  

B r ia n  C . G u d m u n d s o n  M N  3 3 669 5  

65 1  N ic o lle t M a ll, S u ite  5 0 1  

M in n e a p o lis , M N   5 5 40 2  

T e le p h o n e : 61 2 .3 41 .0 40 0  

F a c s im ile : 61 2 .3 41 .0 8 44 

E m a il: c h a r le s .z im m e r m a n @ z im m e r e d .c o m  

E m a il: g o r d o n .r u d d @ z im m r e e d .c o m  

E m a il: b r ia n .g u d m u n d s o n @ z im m r e e d .c o m  

 

 

B OB  ST EIN LLC 

R o b e r t A . S te in  M N  1 0 49 3 0  

1 0 1 2 5  C r o s s to w n  C ir c le , # 2 0 0  

E d e n  P r a ir ie , M N  5 5 3 44 

T e le p h o n e : ( 9 5 2 )  8 2 9 - 1 0 43  

F a c s im ile : ( 9 5 2 )  8 2 9 - 1 0 40  

E m a il: r a s te in 66@ a o l.c o m  

 

 

 

 

Case 0:09-cv-02182-PAM-SRN   Document 23    Filed 11/30/09   Page 52 of 53



 47 

 

 

 

 

 

WARD & WARD, P.L.L.C. 

T h o m a s  J . W a r d  

D a n ie l S . W a r d  

2 0 2 0  N  S tr e e t, N .W . 

W a s h in g to n  D .C ., 2 0 0 3 6  

T e le p h o n e : ( 2 0 2 )  3 3 1 - 8 1 6 0  

F a c s im ile : ( 2 0 2 )  3 3 1 - 9 0 6 9  

E m a il: to m @ w a r d la w d c .c o m  

E m a il: d a n @ w a r d la w d c .c o m  
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